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This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 
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in this important field within the United States, as announced by 
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United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
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table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
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for other countries, add FIFTY CENTS. 
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GRUELLE V. MOLLY-'ES DOLL OUTFITTERS 


GRUELLE v. Motiy-’Es Dott Ovurrirters, INc., ET AL. 
United States Circuit Court of Appeals, Third Circuit 
December 23, 1937 


Unramr Competition—“Raccepy ANN” AND “Raccepy ANpby” as NAMES 
FOR DOLLS. 

Plaintiff, prior to June 5, 1915, designed and made certain dolls of 
a distinctive type bearing the trade-mark “Raggedy Ann,” afterwards 
selling some of the dolls in interstate commerce and registering the 
words “Raggedy Ann” for these goods in the U. S. Patent Office. 
Respondent sought to cancel said registrations, whereupon appellant 
brought suit to restrain such proceedings. Appellant was shown to 
have popularized the “Raggedy Ann” and “Raggedy Andy” dolls, 
manufactured for him by P. F. Volland Co. from 1918 to 1934, having 
also written many books featuring these names and syndicating draw- 
ings of the said characters in many papers throughout the United 
States. In 1934 Volland & Co. discontinued manufacture and sale of 
said books and dolls and assigned to appellant all right and title therein, 
said appellant licensing the use of the names to other firms. In 1937 
defendant, then Mollye Goldman, being requested to make a good rag 
doll made a doll resembling appellant’s “Raggedy Ann” doll. Defend- 
ants held guilty of unfair competition in adopting and using the names 
“Raggedy Ann” and “Raggedy Andy” in connection with the sale of 
their dolls. 

Trape-Marxs—Ricur To Recister. 

In the case at issue, defendants held to have no such property right 
in the trade-marks “Raggedy Ann” and “Raggedy Andy” as to support 
their claim to register trade-name “Raggedy Ann” for dolls or to cancel 
plaintiff's registration thereof. 

Trapve-Marxs—“Raccepy ANN’’—ABANDON MENT. 

In the case at issue, where appellant, originator of the name “Rag- 
gedy Ann” for dolls designed by him, never manufactured said dolls, 
and, after Volland Co. discontinued such manufacture, neither began 
same nor expressed an intent to do so, he was held to have abandoned 
the trade-mark. 


In equity. Action to enjoin trade-mark infringement and unfair 
competition and for other relief. From a decision of the United 


States District Court, District of Pennsylvania, plaintiff appeals. 


Remanded for settlement of a decree for plaintiff. 


Howson & Howson and Charles H. Howson, all of Philadelphia, 
Pa. (Blair, Curtis, Dunne §& Hayward and John W. Thomp- 
son, all of New York City, of counsel), for appellant. 

Harry Langsam, of Philadelphia, Pa. (Peter P. Zion, of Phila- 


delphia, Pa., of counsel), for appellees. 
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Before Burrineton, Davis and Biaes, Circuit Judges. 


Biees, C. J.: This is an appeal from a decree dismissing the 
bill of complaint in a suit brought by John B. Gruelle to enjoin 
trade-mark infringement and unfair competition upon the part of 
the appellees, to invalidate a design patent, No. 96,382, issued to 
the appellee, Mollye Goldman, by the United States Patent Office, 
and for certain other relief. A hearing was had upon a motion for 
a preliminary injunction, and thereafter it was stipulated by the 
parties that the decree entered should be a final decree; the affida- 


vits filed in the proceeding for a preliminary injunction to stand as 


proved upon final hearing. 

The appellant, the plaintiff below, under the name of “Johnny 
Gruelle,” and prior to June 5, 1915, designed and made dolls of a 
very distinctive type to which he affixed labels bearing the trade- 
mark “‘Raggedy Ann.” Some of these dolls were sold by Gruelle in 
interstate commerce after June 5, 1915, and for a short time there- 


after. On June 17, 1915, Gruelle applied for and received a regis- 


tration of trade-mark “Raggedy Ann’’ for dolls, being No. 107,328, 
issued by the United States Patent Office, and dated November 23, 
1915. This was renewed by the Commissioner of Patents upon 
July 23, 1935. This trade-mark, the defendant below, Molly-’Es 
Doll Outfitters, Inc., now seeks to cancel by proceedings in the 
Patent Office, and restraint of these proceedings is prayed for in the 
bill of complaint filed by Gruelle. A design patent for a “Raggedy 
Ann” doll was granted to Gruelle by the Patent Office on September 
7, 1915, and expired September 7, 1929. A design patent, No. 47,- 
789, for a male doll, unnamed but substantially similar in appearance 
to a boy doll made to Gruelle’s design and called by him “Raggedy 
Andy,” was procured from the United States Patent Office by 
Mollye Goldman, being No. 96,382, on application filed May 7, 1935. 
The appellant seeks a declaration of invalidity of this design patent. 

The appellees contend that the name “Raggedy Ann”’ originated 
in a poem by James Whitcomb Riley called the “Raggedy Man,” 
the heroine of which was called “Ann,” and that Gruelle’s grand- 
mother first made a “Raggedy Ann” doll and a neighbor of hers first 
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made a “Raggedy Andy” doll; but it is entirely apparent, and the 
record supports the appellant’s contention, that Gruelle designed 
the first dolls sold in interstate commerce under the trade-mark 
“Raggedy Ann,” and within a comparatively short time thereafter 
entered into a manufacturing arrangement with P. F. Volland Com- 
pany to manufacture “Raggedy Ann” dolls, “Raggedy Andy”’ dolls, 
and other dolls of the same family characteristics. The “Raggedy 
Ann” dolls thus manufactured differed from the doll of Gruelle’s 
design patent in some important particulars and were sold in inter- 
state commerce under the trade-mark “Raggedy Ann” by the Vol- 
land Company. The manufacture and sale of the “Raggedy Ann” 
dolls by the Volland Company continued from 1918 to 1934, and 
the sales thereof totaled 115,000. Many “Raggedy Andy” dolls 
were also manufactured and sold and in this period, which lasted six- 
teen years, Gruelle wrote many books having to do with “Raggedy 
Ann,” “Raggedy Andy,’ and dolls composing their family and 
friends. In addition to the foregoing, in collaboration with the late 
William H. Woodin, Gruelle wrote the words and music of songs 
about ‘““Raggedy Ann” which were published under the title, “Rag- 
gedy Ann’s Sunny Songs.” Some 15,000 phonograph records were 
sold of the “Raggedy Ann’s Sunny Songs” and nearly 2,000,000 
copies of the “Raggedy Ann” and associated books were sold. 
Gruelle holds copyrights upon approximately one-half of these 
books. From 1921 or 1922 until the year 1926, Gruelle published, 
through articles syndicated throughout the United States, cartoons 
and drawings featuring “Raggedy Ann” and “Raggedy Andy.” From 


June, 1934, until the time of the commencement of this action, 


Gruelle syndicated further drawings of “Raggedy Ann” in many 


papers throughout the United States, and in connection with these 
papers Gruelle registered the words “Raggedy Ann” as a trade-mark 
under United States Patent Office certificate No. 318,605, dated 
October 30, 1934. From all of the foregoing it is apparent that 
Gruelle literally brought to life in the minds of the American public 
“Raggedy Ann” and her companion, “Raggedy Andy.” The learned 


trial judge stated in his opinion, “I am quite ready to find in the 
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language of one of the affidavits that ‘Raggedy Ann’ was known and 

loved by millions of children and has attained a place in the pub- 
lic esteem comparable to Mickey Mouse, Spark Plug, Skippy and 
other like public characters,’ and in this finding we concur. 

In 1934, Volland Company discontinued the manufacture and 
sale of books and dolls because of the depression. As part of the 
closing out of this part of its business upon December 18, 1934, 
Volland Company assigned to Gruelle all right, title, and interest 
in the trade-marks “Raggedy Ann” and “Raggedy Andy,” together 
with the good-will of the business. 

In April, 1935, Gruelle granted permission to Exposition Doll 
& Toy Manufacturing Company to manufacture and sell “Raggedy 
Ann” dolls under the trade-mark. At the time of the discontinuance 
of its business, Volland Company sold the book plates of the “Rag- 
gedy Ann” books to M. A. Donahue & Co., of Chicago, which there- 
upon proceded to publish some of the “Raggedy Ann” books, with 
Gruelle’s permission. 

Mollye Goldman, one of the defendants below, states that in 
1935 she was requested by buyers of various department stores to 
make a good rag doll. She was told by these buyers, according to the 
allegations of her affidavits, that “there was not a good rag boy doll 
on the market”; and that the “idea of a ‘Raggedy Ann’ doll came to 
her because she owned a ‘Raggedy Ann’ doll when she was a child, 
and the buyers wanted her to make a good rag doll.”” She proceeded 
to have the defendant, Molly-’Es Doll Outfitters, Inc., make dolls 
marked “Raggedy Ann” and “Raggedy Andy” of a design cut very 
closely to the design of Gruelle’s dolls. In at least one instance Mrs. 
Goldman’s dolls were offered for sale in a window display in a New 
York department store in conjunction with Gruelle’s book, “Raggedy 
Ann Stories.’’ In short there is no doubt that the defendants ap- 
propriated to their own use and for their own profit Gruelle’s “Rag- 
gedy Ann” and “Raggedy Andy” and have attempted and are at- 
tempting to appropriate the market built up by Gruelle and those 


associated with him. 
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The appellees contend, however, that Gruelle is endeavoring 
through the suit at bar to establish a purely prohibitive right to the 
trade-marks “Raggedy Ann” and “Raggedy Andy” as a monopoly, 
and that he is attempting to make use of the protection of a trade- 
mark in gross and without relation to an existing business. The 
learned District Judge found that Gruelle acquired the trade-mark 
“Raggedy Ann” by the assignment of December 18, 1934, but also 
found that the appellant abandoned the trade-mark because of non- 
user in an existing business. By its own admission, Molly-’Es Doll 
Outfitters, Inc., commenced the sale of dolls marked “Raggedy Ann” 
and “Raggedy Andy,” deceptively similar in appearance to Gruelle’s 
dolls, in November, 1934. Therefore, at the actual time of the as- 
signment by Volland Company to Gruelle, Molly-’Es Doll Outfitters, 
Inc., was already engaged in infringing these trade-marks which 
were then in use in an existing business. By the assignment itself 
Volland Company transferred to Gruelle “all claims for profits and 
damages by reason of past infringement of said marks or any of 
them by any party or parties with the right to sue for and collect the 
same for his own use and benefit.”’ 

We therefore hold that Gruelle shall have an accounting from the 
defendants for his profits and damages by reason of the infringement 
of the trade-marks by the defendants up to and including December 
18, 1934. 

We have carefully weighed the evidence supporting the respec- 
tive positions of the appellant and the appellees in respect to the 
finding by the trial court that, though Gruelle validly received the 
trade-marks by the assignment from Volland Company, he none the 
less abandoned them by reason of nonuser in an existing business. 
We feel constrained to accept the ruling of the learned District Judge 
in this respect. It is true that the only affirmative evidence of aban- 


donment by Gruelle of the trade-mark “Raggedy Ann”’ lies in his 


license in May, 1935, to Exposition Doll & Toy Manufacturing Com- 


pany to manufacture “Raggedy Ann” dolls in his design. It is also 
true that the record shows that Volland Company quit its manu- 


facture of the dolls in 1934 because of limited market due to depres- 
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sion conditions. Gruelle, if he proceeded to undertake manufacture, 
faced not only depression conditions, but a raid by the defendants 
upon his market as well. The condition of the market was applied by 
the Supreme Court as one of the tests of abandonment in Beech-Nut 
Packing Co. v. Lorillard Co., 273 U. S. 629, 632, 47 S. Ct. 481, 
482, 71 L. Ed. 810 [17 T.-M. Rep. 159], but it is a particularly 
striking feature of the bill of complaint that Gruelle in nowise 
alleges that he proposes to proceed with the manufacture of the dolls 
himself or that he has any existing business in respect to the manu- 
facture of dolls. The appellant described his business as enter- 
taining the public, “in which the good-will or idea association value 
attaching to the characters ‘Raggedy Ann’ and ‘Raggedy Andy’ are 
the chief assets . . . . Gruelle is therefore not only in the business 
of writing stories and drawing pictures, but also of exploiting the 
popularity or idea association value of his creative works in what- 
soever form they may be embodied.”” We shall have more to say in 
respect to the nature of Gruelle’s business upon the issue of unfair 
competition dealt with specifically hereafter, but the fact remains 
that trade-marks cannot be held in gross, and that there is nothing 
in the bill of complaint which tends to prove Gruelle’s intention of 
himself using the trade-marks for the sale of dolls. We therefore 
hold that since Gruelle is not and never has been in the business of 
making and selling dolls and, in so far as the record shows, makes no 
statement that he intends to manufacture and sell dolls, that as a 
matter of fact and law he has abandoned the trade-mark. Imperial 
Cotto Sales Co. v. N. K. Fairbanks Co., 50 App. D. C. 250, 270 F. 
686 [11 T.-M. Rep. 107]; Autoline Oil Co. v. Indian Refining Co., 
D. C., 3 F. (2d) 457 [15 T.-M. Rep. 191]; Corkran, Hill & Co. v. 
A. H. Kuhlemann Co., 136 Md. 525, 111 A. 471 [10 T.-M. Rep. 458}. 

With regard to the issue of unfair competition, the dolls manufac- 
tured and sold by the appellee, Molly-’Es Doll Outfitters, Inc., 
possess a deceptively similar appearance to the dolls of Gruelle’s 
books, cartoons and syndicated newspaper drawings. The rights of 
Gruelle, in so far as these books, cartoons and drawings are con- 


cerned, are in that field which also embraces the “Raggedy Ann’’ 
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doll—the field of amusing children. ‘Raggedy Ann” is one in the 
public mind, whether she be personified by doll, cartoon, drawing, 
song, or book. The valuable good-will which Gruelle has built up in 
this character of his creation is being appropriated by the defendants 
as a result of use of the tag “Raggedy Ann’ upon the dolls of the 
defendants’ design and manufacture. In the case of Patten v. 
Superior Talking Pictures, Inc., 8 F. Supp. 196, the District Court 
of the United States for the Southern District of New York re- 
strained the distribution and exhibition of motion pictures featuring 
a character “Frank Merriwell’’; this character having originated in 
stories known as the “Frank Merriwell Stories,” the work of the 
plaintiff. The District Court held that principles of unfair competi- 
tion were applicable on the ground that the name “Frank Merriwell’’ 
had become associated in the public mind with the plaintiff's author- 
ship, and was therefore identified with his work. We hold that this 
principle is applicable to the case sub judice where the defendants 
have appropriated the name of the appellant’s character “Raggedy 
Ann,” and therefore an injunction will issue against the use of the 
name “Raggedy Ann” by the appellees upon the dolls manufactured 
and sold by them. 

The extension of the principles of unfair competition to situa- 
tions wherein the goods manufactured by the plaintiff and defendant 
are not in direct competition on the market, but are in related fields, 
has frequently been treated and restraint issued by this court. 
Kotabs, Inc. v. Kotex Co., 3 Cir., 50 F. (2d) 810 [21 T.-M. Rep. 
592]; Wall v. Rolls-Royce, 3 Cir., 4 F. (2d) 333 [15 T.-M. Rep. 
239]; Rosenberg Bros. & Co. v. Elliott, 3 Cir., 7 F. (2d) 962 [15 
T.-M. Rep. 479]. 


The law of copyright is not invoked in the bill of complaint 


though Gruelle’s cartoons and syndicated drawings are copyrighted 
and at least half the books in evidence in the case, written by Gruelle, 
though published by others, are copyrighted in his name. Had the 
appellant sued on copyright, the manufacture and sale by appellees 
of dolls deceptively similar to the dolls in appellant’s copyrighted 


works might also have been restrained, Fleischer Studios v. Freund- 
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lich, Inc., Betty Boop, 2 Cir., 73 F. (2d) 276, but under the issues 
as herein framed we cannot hold that restraint should issue to the 
extent of preventing the appellees from selling dolls of an appear- 
ance deceptively similar to that of “Raggedy Ann.” The relief 
sought in the Freundlich Case has not been invoked here. 

In our opinion, the name “Raggedy Andy” is so closely related 
to the name “Raggedy Ann’”’ that restraint to the same extent should 
issue against the use by the appellees of that name as well. 

Other acts of unfair competition are alleged in the bill of com- 
plaint. For the sake of clarity we will enumerate them. They con- 
sist of the following: First, the filing of an application in the 
Patent Office by the corporate appellee for the registration of the 
name “Raggedy Ann” as a trade-mark for dolls; second, the filing of 
a petition for cancellation of appellant’s registration No. 107,328 for 
the name “Raggedy Ann” on dolls; third, representations to the 
trade that the appellees have registered the words “Raggedy Ann” 
and “Raggedy Andy” as trade-marks for dolls, and thus have the 
exclusive right to manufacture and sell them under these trade- 
marks; and, fourth, the intimidation of appellant’s licensee, Exposi- 
tion Doll & Toy Manufacturing Company, through threats of litiga- 
tion. The appellees by these actions have sought exclusive rights 
in the trade-mark “Raggedy Ann” and in the design of the dolls 
manufactured by them. The same contention is instanced by their 
pending application in the Patent Office for the registration of the 
trade-mark “Raggedy Ann” and by the issued design patent No. 96,- 
382 to Mrs. Goldman, and by the pending cancellation proceeding. 
We hold that the appellees have no such property right in the trade- 
marks “Raggedy Ann” or “Raggedy Andy” as to support either 
such application or petition for cancellation in view of the prior use 
of these trade-marks by the Volland Company and the further use 
of the trade-mark “Raggedy Ann” by Exposition Doll & Toy Manu- 
facturing Company with Gruelle’s permission. The further prose- 
cution of such proceedings will be enjoined. The attempted in- 


timidation by the appellees by threats of litigation to appellant’s 
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licensee, Exposition Doll & Toy Manufacturing Company, and to 
the trade, will likewise be enjoined. 


Similar considerations compel the conclusion that design patent 


No. 96,382, issued to Mrs. Goldman, must be declared invalid for the 
reason that Mrs. Goldman was not, within the meaning of the 
patent statutes, the inventor of the design patented. Her design 
for the boy doll, “Raggedy Andy,” is sufficiently close in character- 
istic appearance to Gruelle’s design to make apparent the source of 
her inspiration. 

An accounting should be had to compel restitution from the appel- 
lees to Gruelle for the damages which he has sustained in the 
premises. 

This case is remanded to the court below for settlement of a 


decree in accordance with this opinion, 


Tue Procter & GamBLE Company v. Conway P. Cor, Commis- 


sioner of Patents 
United States Court of Appeals, District of Columbia 
February 28, 1938 


Intecan Acts sy Pusiic Orricers—Power or Eaurry Court to Restrain. 
Although a court of equity has power, under certain conditions, to 
restrain a public officer or official agency from the commission of an 
illegal Act, such power will not be used to limit the action of such 
officers in respect of pending matters within their jurisdiction and con- 
trol. 
Trape-M arks—“Cuipso”—CaNnceLLaTion—Svuit To REsTRAIN COMMISSIONER. 
As result of suit brought against appellant by J. L. Prescott Com- 
pany, the registration made by the former of its trade-mark “Chipso” in 
the U. S. Patent Office was ordered cancelled by the Commissioner of 
Patents. From his decision appellant appealed to the Court of Customs 
and Patent Appeals, which affirmed the decision. Prior to the latter 
decision, the Prescott Company as defendant in a suit brought by appel- 
lant in the U. S. District Court, District of New Jersey, filed an amended 
counterclaim, praying that the appellant be required to give up its 
“Chipso” trade-mark to the Commissioner for cancellation. The district 
court dismissed said counterclaim on the ground that the decision of the 
Court of Customs and Patent Appeals was res adjudicata on the ques- 
tion of cancellation. 
The Commissioner contends that appellant is barred from equitable 
relief, having elected to appeal from the Patent Office to the court, 
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instead of proceeding by bill in equity; and appellant in the present 
suit seeks to restrain the Commissioner from committing an illegal act, 
namely, the cancellation of its trade-mark “Chipso.” Held that, inas- 
much as no illegal action or other sufficient reason was shown for restrain- 
ing the Commissioner, the decision below should be affirmed. 

In equity. Appeal from the United States District Court, Dis- 


trict of Columbia. Affirmed. 


Frederick D. McKenney and C. Russell Riordan, both of Wash- 
ington, D. C., for appellant. 

R. F. Whitehead, Solicitor, United States Patent Office, for ap- 
pellee. 


By leave of Court, Joshua R. H. Potts, Basel H. Brune, and 
Eugene Vincent Clarke, all of Philadelphia, Pa., filed a brief 


as amici curiae. 
Before Groner, STEPHENS and Miter, JJ. 


Miter, J.: On October 26, 1931, a petition was filed in the 
Patent Office by The J. L. Prescott Company (owner of registered 
trade-mark “Chase-O”’), under Section 13 of the Trade-Mark Act 
(15 U. S. C. A. Section 93), seeking to cancel the registration of 
appellant’s (The Procter & Gamble Company’s) trade-mark 
“Chipso.” 


~ se > , Jove or 2 ‘ res anv- 
‘ ’ ms . b] ‘ 
Subsequently, on November 20, 1931, the Prescott Company 


as defendant in a suit theretofore commenced by appellant in the 
District Court of the United States for the District of New Jersey 
involving another mark—filed an amended counterclaim praying that 
The Procter & Gamble Company be required to deliver up its trade- 
mark “‘Chipso” to the Commissioner of Patents for cancellation, as 
provided by Section 22 of the Trade-Mark Act (15 U.S. C. A. Sec- 
tion 102), Hygienic Products Co. v. Coe, 85 F. (2d) 264, 66 App. 
D. C. 98 [26 T.-M. Rep. 600]. For the purposes of this appeal, 
the parties concede that the filing of the amended counterclaim had 
the effect of an original suit brought under Section 22. 

Proceedings were had in the Patent Office on the petition to can- 
cel, and the Commissioner held that The Procter & Gamble Com- 


pany mark should be cancelled. From the Commissioner’s decision 
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The Procter & Gamble Company elected to appeal to the Court of 
Customs and Patent Appeals, under Section 9 of the Act (15 U. S. 
C. A. Section 89), and that court, on April 29, 1935, affirmed his 
decision. Procter & Gamble Co. v. J. L. Prescott Co., C. C. P. A., 
77 F. (2d) 98 [25 T.-M. Rep. 342]. 

Following the entry by the Court of Customs and Patent Appeals 
of its order affirming the Commissioner’s decision, the District Court 
for New Jersey, on motion of the Prescott Company, dismissed its 
amended counterclaim on the ground that the decision of the former 
court made the question of cancellation res adjudicata. Procter & 
Gamble Co. v. J. L. Prescott Co., D. C. N. J., 16 F. Supp. 65 [26 
T.-M. Rep. 410]. The Procter & Gamble Company thereupon ap- 
pealed from that ruling to the Circuit Court of Appeals for the 
Third Circuit, which appeal was pending at the time argument was 
heard in this court in the present case. 

On June 11, 1935, appellant filed the present bill in the District 
Court of the United States for the District of Columbia, seeking 


to enjoin the Commissioner of Patents from cancelling its mark 


until the litigation involved in the Federal Court in New Jersey 


should be terminated. A temporary restraining order issued, but 
on the final hearing was dissolved and the bill dismissed upon 
motion of the Commissioner. This appeal was taken from that 
decree. 

The Commissioner contends that appellant is barred from 
equitable relief; that under the provisions of Section 4911, R. S. 
(35 U. S. C. A. Section 59a) and Section 4915, R. S. (35 U. S. 
C. A. Section 63), having elected to appeal from the Patent Office 
to the Court of Customs and Patent Appeals instead of proceed- 
ing by bill in equity, appellant is barred from proceeding thereafter 
in equity. Hygienic Products Co. v. Coe, supra. Appellant, 
however, does not claim the limited statutory remedy in equity 
prescribed by Sections 4911 and 4915, R. S. What it does claim is 
a right to maintain a proceeding in equity which “falls within a 
recognized domain of general equity jurisdiction, and is not a 


statutory proceeding in any sense,” i.e., a proceeding—not to secure 
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or prevent the cancellation of a trade-mark—but to restrain the 
Commissioner from committing an illegal act. It contends that 
the cancellation of the trade-mark “Chipso” by the Commissioner, 
if done, will constitute an illegal act committed under color of 
authority; that a public officer may be restrained from the com- 
mission of an illegal act when such act, unless enjoined, will result 


in irreparable injury; that the Commissioner’s threatened act will 


destroy appellant’s property and injure appellant irreparably, 


because, it alleges, a trade-mark once cancelled cannot be restored 
to the register. 

A court of equity has power under certain circumstances to 
restrain a public officer or official agency from the commission of 
a contemplated illegal act. The question is whether the circum- 
stances of the present case bring it within the rule stated in the 
cases cited. 

The general rule is that the judicial power will not be interposed, 
either by mandamus or injunction, to limit or direct the action of 
public executive officers in respect to pending matters within their 
jurisdiction and control. “Interference in such a case would be to 
interfere with the ordinary functions of government.” Louisiana v. 
McAdoo, 234 U. S. 627, 633; and see National Life Ins. Co. v. Na- 
tional Life Ins. Co., 209 U. S. 317, 325. Such interference by the 
courts “with the performance of the ordinary duties of the executive 
departments of the government would be productive of nothing but 
mischief; and we are quite satisfied that such a power was never in- 
tended to be given to them.” U.S. ex rel. Ness v. Fisher, 223 U.S. 
683, 693. It was never intended that the courts should displace the 
judgments of administrative officers or bodies in matters properly 
within their jurisdiction. Waite v. Macy, 246 U. S. 606, 608; 
Plested v. Abbey, 228 U. S. 42; U. S. ex rel. Riverside Oil Co. v. 
Hitchcock, 190 U. S. 316, 324-25. 

It is only in clear cases of illegality of action, therefore, that 
the courts will intervene (Bates & Guild Co. v. Payne, 194 U.S. 
106; 108-09; National Life Ins. Co. v. National Life Ins. Co., 
supra; Masses Pub. Co. v. Patten, 2 Cir., 245 F. 102, 106) to dis- 
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place the judgments of administrative officers or bodies. Waite v. 
Macy, supra. “The presumption of regularity supports the official 
acts of public officers and, in the absence of clear evidence to the 
contrary, courts presume that they have properly discharged their 
official duties.” United States v. Chemical Foundation, 272 U. S. 
1, 14-15. The presumption of validity attends legislative and other 
official action, and the burden of proof to the contrary is upon one 
who challenges the action. 

The courts will not hesitate in a proper case to restrain threat- 
ened action under an unconstitutional law. 

Where the officer is proceeding under an unconstitutional act, its in- 
validity suffices to show that he is without authority, and it is this absence of 
lawful power and his abuse of authority in imposing or enforcing in the 
name of the State unwarrantable exactions or restrictions, to the irreparable 
loss of the complainant, which is the basis of the decree. Ex parte Young, 
209 U. S. p. 159. Philadelphia Co. v. Stimson, 223 U. S. 605, 621. 

The Supreme Court has, indeed, in numerous instances—in order 
to prevent the invasion of the rights of property—upheld the pro- 
priety of enjoining officers from bringing criminal proceedings to 
compel obedience to unconstitutional requirements. 

The following tests have been used to uphold the exercise of 
judicial restraint upon executive action under valid laws: (1) Where 
an officer, insisting that he has the warrant of the statute, is 
transcending its bounds, and thus, unlawfully assuming to exercise 
the power of government (Philadelphia Co. v. Stimson, supra) ; 
(2) where an officer attempts to enlarge his power, or to usurp power 
(Waite v. Macy, supra); or (3) where his act is based upon a clear 
mistake of law (American School of Magnetic Healing v. McAn- 
nulty, 187 U. S. 94, 109-10); (4) where the action of the officer or 


administrative body is clearly beyond its power and in violation of 


the statute (Interstate Commerce Commission v. Northern Pacific 
Ry., 216 U. S. 538. See Lane v. Watts, 234 U. S. 525, 540; Santa 
Fe Pacific R. R. v. Lane, 244 U. S. 492, 497); (5) where an officer 
has acted, or threatens to act, in a capricious and arbitrary manner. 
Commercial Solvents Corp. v. Mellon, 277 F. 548, 550, 51 App. D. C. 
146, and cases there cited. (6) where the act of the officer, “under 
any view that could be taken of the facts that were laid before him, 
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was ultra vires, and beyond the scope of his authority .... (and) 
he has no power at all to do the act complained of, he is as much sub- 
ject to an injunction as he would be to a mandamus if he refused to 
do an act which the law plainly required him to do.”” Noble v. Union 
River Logging R. R., 147 U. S. 165, 171-72; Board of Liquidation 
v. McComb, 92 U.S. 531, 541. 

In the present case there is no contention that the law under 
which the Commissioner proposes to act is unconstitutional or that 


his proposed action is not in strict compliance with its terms. No 


authority has been cited which suggests the propriety of injunctive 


action under the existing circumstances. Consequently, such action 
is not warranted. The position which appellant takes is in substance 
that, if the Commissioner acts as is required by law, it will suffer ir- 
reparable injury; whereas, if he is restrained until the suit pending 
on appeal in the Third Circuit is terminated, it may perhaps be able 
to avoid that injury. This is not sufficient; it falls far short of estab- 
lishing that the proposed act of the Commissioner is illegal and 
should be enjoined. Compare U.S. ex rel. Chicago Great Western 
R. R. v. Interstate Commerce Commission, 294 U.S. 50, 62. 

As the matter now stands the issue has been finally determined 
by the administrative tribunal charged with the duty of passing 
upon such issues, and the equity court in New Jersey has decided 
that the decision of the Court of Customs and Patent Appeals is res 
adjudicata. Quite apart from the merits of the latter question, it is 
apparent that upon the record before us there is no such showing of 
(1) illegal action, (2) usurping power, (3) transcending the bounds 
of the statute, (4) improperly assuming to exercise the power of 
government, (5) clear mistake of law, (6) violation of the statute, 
(7) capricious or arbitrary action, (8) ultra vires action “under any 
view that could be taken of the facts” as would warrant judicial 


interference with the duties of the Commissioner of Patents. 
Affirmed. 
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Neva-Wert Corporation or America, Inc. v. Never Wet ProceEss- 
ING Corporation and Puit Kier and R. Kurrz (the Person 
Intended being the Secretary and Treasurer of Never Wet 


Processing Corporation) 
New York Supreme Court 


March 8, 1938 


Unrar Competirion—‘Neva-Wer”’ anp Duck Device ror Processinc SErv- 
ICE. 

After plaintiff had adopted and used in the business of processing 
fabrics and clothing so as to make them moth-repellant and water- 
resistant, the trade-name “Neva-Wet” and a trade-mark consisting of a 
representation of a duck in the rain and the slogan “Sheds Water Like 
a Duck’s Back,” the use by defendants of the words “Never Wet” and 
the device of a duck in the business of treating cloth and manufactured 
garments, held unfair competition. 

Trape-Marks anp Unrair Competition—“Never Wer’—VALmpity. 

Defendant’s claim to the ownership of the words “Never Wet,” which 
mark had been registered under the 1905 Act, held valid as against 
plaintiff, inasmuch as such use was found to have been prior to plaintiff's 
use and continuous from 1923 to 1930. 

‘Trape-M arKs—ABANDON MENT—INTENT. 

To constitute abandonment, there must be satisfactory evidence of 
an actual intent to give up the use of the mark. In the case at issue, 
defendant’s opposition to plaintiff's application to register his trade- 
mark and his assertion of his rights to use his mark held to prove that 
there was no intent to abandon, notwithstanding that during part of 
the period between 1929 and 1936 the use of the mark was intermittent. 

Trape-Mark INFRINGEMENT—‘“NeEva-WET” anp “Never Wet’’—ConrFLicriInG 
Marks. 

A trade-mark consisting of the words “Neva-Wet” held to be con- 
fusingly similar to the words “Never Wet.” 

Trape-Mark INFRINGEMENT—Svuits—DeEFrenseE—“‘UNcLEAN HAnps.” 

Plaintiff's appropriating defendant’s “Neva-Wet” trade-mark and 
attempting to register same with intent to capitalize on defendant’s 
use of the duck device, held deceptive and to justify the defense of 
“unclean hands.” 


In equity. Appeal by defendant from judgment of Appellate 
Division, First Department, which affirmed judgment of Special 
Term in favor of plaintiff on the merits and dismissing defendant’s 
counterclaim. Reversed in part, affirmed in part. 


Maurice Rubinger, of New York City, for appellants. 
Murray C. Spett, of New York City, for respondent. 
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Rippey, J.: The plaintiff charges the defendants with unfair 
practices by which they have unlawfully appropriated or have 
threatened unlawfully to appropriate to themselves the good-will 
which plaintiff has built up in the business of rendering fabrics, 
clothing and various other merchandise moth-repellant, water-, spot- 
and perspiration-resistant and soil-proof by means of chemical 
processing and its property rights in the trade-mark or trade-name 
of “Neva-Wet” and trade-mark consisting of a representation of a 
“duck in the rain,”’ coupled with the slogan “‘sheds water like a duck’s 
back,” when used in connection with such business. Defendants 
have counterclaimed and assert unfair competition by plaintiff with 
their business and unlawful appropriation of the “duck” mark and 
of the mark “Never Wet,” in which they claim a property right. 
Each asserts that the other’s hands are so unclean that it may not 
receive any relief in a court of equity. Plaintiff has so far succeeded 
on all issues, but not with entire unanimity of the judges in the court 


below. 


The findings of fact made by the trial court are fundamentally 


inconsistent, and under such conditions the rule is that the findings 
most favorable to the appellant should be adopted and a new trial 
granted. (Stokes v. Stokes, 198 N. Y. 301.) But in this case it 
would seem that the interests of the parties will not best be served by 
the award of a new trial, since the record, which could not be sub- 
stantially changed on controlling points upon a new trial, conclu- 
sively indicates that the plaintiff can not succeed. 

The plaintiff is a Delaware corporation and one S. Howard 
Lefkowitz is its president. It was incorporated July 10, 1933, and 
maintains an office at 500 Fifth Avenue, New York City. S. & I. 
Lefkowitz, Inc., was a New York State corporation organized in 
1932 and engaged in business in New York City in the manufacture 
of ladies’ dresses, and did no sponging, dyeing or processing. 
S. Howard Lefkowitz was also its president. It was the predecessor 
of plaintiff, and ceased to do business at the time of plaintiff's organi- 
zation. Lefkowitz was and is the principal actor in both corpora- 


tions. Phil Klein was and is the president of defendant Never Wet 
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Processing Corporation. It was organized February 14, 1936, and 
is engaged in business in New York City. For a time in 1935 Klein 
operated, under the trade-name and style of ‘““Never Wet,” and later 
processing of garments was done by All Weather Processors, Inc., 


with whom he was associated. None of the parties to this suit are 


engaged in manufacturing the merchandise processed by their 


methods. The plaintiff was interested in the sale of chemicals, 
alleged to be made from a secret formula, to various manufacturing 
and retail establishments for use in treating cloth and manufactured 
garments to make the same water- and moth-repellant and spot-re- 
sistant and the licensing to such establishments of the use of the 
trade-mark or trade-name ‘“Neva-Wet” and the “duck’”’ label here- 
after referred to thereon for a consideration based on the number of 
pieces or yardage of cloth processed. It was also engaged in process- 
ing such merchandise sent to it for that purpose by others. It claims 
to have popularized the process through advertising and other means 
so that the mark or name “Neva-Wet”’ and the “duck” mark have 
acquired a secondary meaning. 

The typical and most common case of unfair competition con- 
sists in the palming off of the goods of one trader for those of another. 
(Perry v. Trufitt, 6 Beay. (Eng.) 66; Howe Scale Co. v. Wyckoff 
Seamans & Benedict, 198 U. S. 118, 140; Hanover Milling Co. v. 
Metcalf, 240 U. S. 403 [6 T.-M. Rep. 149]; Wornova Mfg. Co., Inc. 
v. McCawley & Co., Inc., 11 Fed. Rep. (2d) 465 [16 T.-M. Rep. 
371].) Itis said that nothing less will constitute unfair competition. 
(Elgin Nat. Watch Co. v. Illinois Watch Case Co., 179 U. S. 665, 
674.) Inthe case at bar there is no express palming off by defendant 
of its goods as those of plaintiff, and it has been so found by the 
lower courts. There was no fraudulent representation by word or 
act that the goods caused to be processed by defendants were 
processed by plaintiff. (Cf. Hanover Milling Co. v. Metcalf, supra.) 

The case here, therefore, revolves around the ownership and 
the right to the exclusive use of four trade-marks and of two alleged 
trade-names in connection with the business of processing mer- 


chandise for the purposes above indicated. The law applicable to 
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the use of trade-names and trade-marks in actions for unfair com- 
petition is substantially the same (Howard v. Henriques, 3 Sandf. 
725; G. & H. Mfg. Co. v. Hall, 61 N. Y. 226), although there is a 
distinction in definition according to geographical limitations on 
use. (Ball v. Broadway Bazaar, 194 N. Y. 429.) It is observed in 
the last cited case that “a trade-name relates to a business and its 
good-will rather than a vendible commodity,” and that the trade- 
mark represents the good-will in the market, while “the trade-name 
proclaims it to those who pass the shop.” The infringement of 
trade-marks and the illegal use of trade-names is a branch of the 
broader law of unfair competition. (Hanover Milling Co. v. Met- 
calf, supra.) The ultimate offense in cases involving unfair competi- 
tion is the palming off by one trader of his goods as those of another. 
(G. & C. Merriam Co. v. Saalfield, 198 Fed. Rep. 369; affd., 241 
U. S. 22 [7 T.-M. Rep. 110].) But the equity power of the court 
should not be exercised to interefere with freedom of conduct of trade 
and general business competition but only to restrain fraud and im- 
posture. (Monro v. Tousey, 129 N. Y. 38, 43.) 

Concerning trade-mark registration and use, the following facts 
appear. On June 2, 1925, a certificate of registration was issued 
to Klein by the United States Patent Office of the trade-mark known 
as “duck in the rain,” in class 39 (15 U. S. Code, S 131), and first 
use of the mark was claimed in connection with his business on 
October 15, 1923. This trade-mark as registered consisted of the 
picture of a duck with straight lines drawn at an oblique angle above 
to indicate rain or water falling upon its back, and Klein indicated 
that it was to be used in connection with and attached to men’s and 
boys’ overcoats, suits and trousers and ladies’ coats and suits in said 
class. Klein also secured registration in the Patent Office of the 
mark ‘‘Never Wet” on January 3, 1928, in the same class, claiming 
first use May 15, 1926, and asserted that the mark was to be applied 


or affixed to the goods or to packages containing the same by placing 


thereon a printed label on which the trade-mark was shown. Some 
five years later Lefkowitz attempted to secure registration of the 
mark “‘Neva-Wet” in class 39, but, after a contest in the United 
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States Patent Office, to which reference will later be made, he was 
denied registration on the ground that it was in conflict with Klein’s 
trade-mark registered five years previously and, additionally, was 
purely descriptive. Klein’s mark was then held to cover clothing 
generally. Neither Lefkowitz nor plaintiff has been able to secure 
registration of that mark in class 39 at any time in view of Klein’s 
previous registration of ‘““Never Wet,’ despite continuous effort so 
to do. On August 6, 1935, however, plaintiff procured registration 
of a trade-mark “‘Neva-Wet”’ for processing fluids to be used for 
the purpose of treating various materials under class 6, relating 
to medicines, chemicals and pharmaceutical preparations, and on 
October 1, 1935, registered a label bearing a facsimile of a “duck 
in the rain,’ with a legend thereon “sheds water like a duck’s 
back.” On March 17, 1936, plaintiff secured registration of a 
trade-mark “‘Neva-Wet” for processing fluids for treating furs 
and the like in class 6. The “duck” mark was identical with 
Klein’s except for the legend. It is important to note that S. & I. 
Lefkowitz secured registration of the trade-mark “Neva-Wet’ on 
June 29, 19338, in class 42 (textiles) and plaintiff secured registra- 
tion of the same name in class 37 (paper) November 30, 1934; that 
S. & I. Lefkowitz also registered ““Neva-Wet” on August 15, 1933, 
for linen suits after rejection for piece goods, and plaintiff pro- 
cured registration of “Water-Shed” in class 39 on May 7, 1935, 
of “Weather Guard” in class 39 on May 14, 1935, of “Repels- 
Wet” in class 39 on May 14, 1935, of “Everdry” in class 6 on 
December 31, 1935, and of “All-Wether” in class 6 on February. 
15, 1935. An important point to note is that three registrations 
were granted to plaintiff in class 39 other than ““Neva-Wet,” and 
that each application, whether filed by the Lefkowitz Company or 
by the plaintiff (with the exception of those registered August 15, 
1933, and October 1, 1935), was based upon the allegation that the 
trade-mark was first used in interstate commerce on April 10, 1933, 


which, the evidence established, was utterly false. Plaintiff dis- 


claimed at the trial the acquisition of any right to use any of the 
trade-marks through the S. & J. Lefkowitz Company. 
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The registration by Klein of his marks was under the Act of 
Congress of 1905 (Ch. 592, February 20, 1905, 23 Stat. 724; 15 
U. S. Code, SS 81-109). By virtue of the express terms of the 
act, registration constituted prima facie evidence of title. On the 
other hand, plaintiff's marks were all registered under the Act of 
1920 (Ch. 104, March 19, 1920, 41 Stat. 533; 15 U. S. Code, SS 
121-128), and under that act registration was without effect as a 
source of title or even as prima facie evidence thereof. (Charles 
Broadway Rouss, Inc. v. Winchester Co., 300 Fed. Rep. 706, 719 
[14 T.-M. Rep. 159]; cert. den., 266 U. S. 607.) Lefkowitz at- 
tempted to register the mark ‘““Neva-Wet” under the Act of 1905 
but the application was rejected after notice that the mark was in 
conflict with Klein’s mark “Never Wet” and refusal to register the 
mark under the 1905 Act. Notice to Lefkowitz was notice to 
plaintiff. Afterwards he cancelled the application under that act 
on June 23, 1933, switched to an attempted registration under the 
1920 Act, and thereby admitted that he could make no claim to 
ownership of the mark in class 39. In attempting to meet the ob- 
jection of the Patent Office, an amendment to the application was 
made by Lefkowitz, in which he said: “The mark in No. 237,302 
consists of the word ‘Never’ and the word ‘Wet’ printed in bold 
face type with the first letter of each word capitalized. It cannot 
be seen that the public would confuse applicant’s mark ‘Neva-Wet’ 
in its distinctive form with the mark shown in registration No. 
237,302.” 

Without use in connection with a business, trade-marks, of 
course, are not subject to exclusive appropriation merely because 
of priority of registration. The trial court found that plaintiff 
has caused its water-repellant chemicals to be applied to sub- 
stantially all kinds of merchandise described in classes 6, 37, 39 


and 42, embracing chemicals, paper and stationery, clothing, and 


knitted, netted and textile fabrics, aggregating some thirty-five dif- 


ferent types of merchandise. These chemicals are sold in bottles 
(and upon the bottle is featured “Neva-Wet” as well as the repre- 


sentation of a “duck in the rain”) at wholesale and retail since Feb- 
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ruary, 1936, and merchandise has been treated by plaintiff and 
others by the method plaintiff has adopted. Labels impressed with 
the marks have been used and attached to the merchandise so 
treated. Considering the findings as a whole, and in the light of 
the sustaining evidence, we think the court meant to find and did 
find that the marks registered by Klein became attached to his 
business and good-will prior to the time of their registration, and 
that from the time of first use until 1930 he lawfully used such trade- 
marks in a business lawfully conducted by him with full right to do 
so. Thus priority of bona fide adoption and use and validity of 
ownership have been found, upon sufficient evidence, in favor of 
Klein. It is the general rule, as between conflicting claimants to the 
right to use the same trade-mark or colorable imitations of one an- 
other, priority of appropriation determines the question. (Oneida 
Community, Ltd. v. Oneida Game Trap Co., Inc., 168 App. Div. 
769; 154 N. Y. Supp. 391 [5 T.-M. Rep. 316]; United Drug Co. 
v. Rectanus Co., 248 U. S. 90 [9 T.-M. Rep. 1].) Klein acquired 
good title not only by the terms of the 1905 registration act, but by 
selection and adoption of marks open to use by him, which, accord- 
ing to the evidence on which the findings were necessarily based, 
were appended and attached physically to vendible commodities 
actually sold. Such use has been clearly found to have been con- 
tinuous and to have extended from earlier than 1923 to 1930. 

Thus the foundations for plaintiff's claim to exclusive right to 
use the marks which, it says, were subject to its exclusive appro- 
priation, cannot and does not rest on priority of title, appropriation, 
use, upon consent or upon assignment. It rests upon the findings 
(1) that, although Klein had acquired prima facie an exclusive right 
to the use of the “Never Wet,’ “Duck” and “Always Dry” trade- 
marks and used them many years before the claimed first use of 
any of the marks claimed to be owned by the plaintiff, he had lost 


this exclusive right to them through non-use, (2) that Klein inten- 


tionally abandoned the marks in 1929 or subsequently, (3) that 


plaintiff appropriated and used them in good faith without conscious- 


ness of infringement, and (4) that it successfully exploited them in 
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its business. It has developed a substantial business in which it 
used the marks. 

There was no evidence that Klein intentionally abandoned his 
marks. We think the evidence conclusively establishes the contrary. 
To constitute abandonment there must be satisfactory evidence of 
definite acts on the part of Klein which indicate an actual intention 
permanently to give up the use of the trade-mark. (Sazlehner v. 
Eisner, 179 U.S. 19; Burt v. Tucker, 178 Mass. 493; Rockowitz v. 
Madame X, 248 N. Y. 272 [18 T.-M. Rep. 450] ; Andrew Jergens Co. 
v. Woodbury, Inc., 273 Fed. Rep. 952 [11 T.-M. Rep. 192]; affd., 
279 Fed. Rep. 1016; cert. den., 260 U. S. 728.) Successful opposi- 
tion of Klein to the efforts of Lefkowitz to secure registration of 
“Neva-Wet” in the Patent Office, commencing on April 10, 1933, 
and extending to December 21, 1934, and Klein’s then assertion of 
his right to use and to the ownership of the mark “Never Wet,” as 
shown by the documentary evidence in this case, conclusively estab- 
lish the fact that there had not been and was not an intention of 
abandonment by him of the mark “Never Wet.” Such lack of intent 
to abandon either mark is likewise conclusively shown by uncontra- 
dicated and unimpeached evidence of a number of witnesses, some 
of whom were clearly disinterested, to the effect that Klein had used 
the marks in connection with processing men’s and women’s clothing 
more or less continuously from 1923 to 1936, that the processing had 
been done for him, and that both marks had been attached to thou- 
sands of suits. There was no substantial evidence to the contrary. 
It was sought to raise a question of fact by testimony to the effect 
that Klein’s business of processing was small, that he did no manu- 
facturing, that the business was interrupted, and that he was, from 
time to time, engaged in other businesses or none at all. Failure to 


manufacture the merchandise to which the marks were attached 


could not prevent Klein from acquiring such trade-marks or property 


rights in the names or labels (Folger v. Toni, 63 App. Div. 122; 71 
N. Y. Supp. 209) or establish later abandonment thereof. No in- 
ference of abandonment may be raised from the mere fact that his 
business was small. (Ansehl v. Williams, 267 Fed. Rep. 9 [10 T.-M. 
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Rep. 444]; O’Rourke v. Center City Soap Co., 26 Fed. Rep. 576; 
L. C. Page v. Fox Film Corp., 83 Fed. Rep. [2d] 196, 200.) There 
were concededly periods between 1929 and 1936 when Klein was de- 
voting some portion of his time to other businesses, vet he testified 


that he continued to sell suits which he had had processed for him 


by others EVEN DURING such periods to which labels bearing his mark 


had been attached. However that may be, “the right to use does not 
depend upon any period of usage” (Wallace & Co. v. Repetti & Co., 
266 Fed. Rep. 307 [10 T.-M. Rep. 263]; cert. den., 254 U. S. 639; 
Baglin v. Cusenier Co., 221 U. S. 580 {1 T.-M. Rep. 147]), or upon 
the fact that there may have been intermittent periods of non-user 
or slight use if the business employing the trade-marks was more or 
less continuous. (Beech-Nut Co. v. Lorillard Co., 273 U. S. 629 
[17 T.-M. Rep. 159]; Katz Underwear Co. v. Corticelli Silk Co., 
29 Fed. Rep. [2d] 874 [18 T.-M. Rep. 579].) Abandonment being 
in the nature of a forfeiture must be strictly proved. (Julian v. 
Hoosier Drill Co., 78 Ind. 408; Mathy v. Republic Metalware Co., 
35 App. D. C. 151.) There was no evidence or finding of acquies- 
cence by Klein in infringement by plaintiff with knowledge thereof 
or of laches. As soon as Klein learned of the infringement he went 
to Lefkowitz and demanded that he desist and asserted his continued 
ownership in and right to the use of the marks. 

It appears, then, that Klein had valid trade-marks to the use of 
which he was entitled at the time of the attempted registration by 
the Lefkowitz Company and later the registration by plaintiff of the 
mark “Neva-Wet” and of the label containing a “duck” mark, and 
that such appropriation and subsequent use by the plaintiff were an 
infringement. ‘““Neva-Wet” is clearly a colorable imitation of 
“Never Wet.” Whether or not the marks ““Neva-Wet” and “‘duck’”’ 
were subject to exclusive appropriation as common-law trade-marks, 
Klein had the right to register and established the marks in connec- 
tion with the use in his business. A colorable imitation is as much an 
infringement as is the use of the mark in its precise form. (Thad- 


deus Davids Co. v. Davids, 233 U.S. 461 [4 T.-M. Rep. 175].) 
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The findings that plaintiff had adopted and used its marks in good 


faith without consciousness that it was infringing is contrary to all 


of the evidence in the case applicable to the question, oral and docu- 
mentary, except the testimony to that effect by Lefkowitz, which is 
insufficient as matter of law. 

From the testimony of Lefkowitz and the documentary evidence 
it appears that Lefkowitz embarked, in 1933, as president of and 
in behalf of S. & I. Lefkowitz Company, to acquire the name or mark 
““Neva-Wet” in the identical class in which Klein had the registered 
mark “Never Wet.” If he had no notice of Klein’s mark when the 
application was filed, notice thereof was given him in writing by the 
Patent Office on July 28, 1933. In the meantime he had organized 
the plaintiff corporation. Subsequent to the date of its organization 
the application was rejected four times, including the rejection on 
November 16, 1934. During that period, to meet and overcome, if 
possible, rejection on the ground of Klein’s prior mark, he asserted 
in writing that Klein had abandoned his mark and again that Klein 
was dead. To meet the objection of the previous registration of 
“Neva-Wet” by S. Leibovitz & Sons, Inc., he represented that that 
concern had abandoned the mark and was out of existence. All of 
those representations were knowingly false. The Leibovitz con- 
cern was prominently engaged in business at the time near the place 
of business of Lefkowitz. On November 30, 1934, two weeks after 
his failure to secure the registration of ““Neva-Wet” in class 39, on 
behalf of plaintiff he caused to be filed three applications to register 
“Water-Shed” and “Weather-Guard” in class 39 and “Neva-Wet”’ 
in class 37 (paper), and on December 5, 1934, applied for registra- 
tion of ““Repels-Wet”’ in class 39 and later made five applications for 
registration of ““Neva-Wet” and other names in class 6. ‘The marks 
were fraudulently appropriated with full knowledge that they were 
in conflict with and an infringement of Klein’s mark and for the 
definite purpose of securing whatever advantage might be derived 
from whatever good-will Klein had therein or whatever advantage 
he might have derived from their use. If the name ‘““Neva-Wet” was 


not appropriated for a fraudulent purpose why was it not satisfac- 
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tory for plaintiff to use one of its other marks? The clear design 
was to breed confusion and mislead the public. (Lehrenkrauss v. 
Universal Tours, 262 N. Y. 332, 338.) Likewise, the use by it of 
the label with the duck is clearly a simulation of Klein’s mark. The 
fact that the legend on the label “sheds water like a duck’s back’’ was 
added would not change the result, because the purpose of the mark 
was to show that the process and the chemicals used as a repellant 
by Klein would shed water like a duck’s back. In plaintiff’s con- 
tracts with various concerns it represented that the trade-mark 
“Neva-Wet”’ was registered in the Patent Office under the number 
61,774 for use on ladies’ dresses and in the manufacture of ladies’ 
and misses’ dresses and in connection with ginghams, piques, or- 
gandies, seersuckers and corduroys, whereas the trial court found 
that the label bearing number 61,774 was restricted in its use to 
linen suits and rejected for piece goods. Plaintiff fraudulently 
represented to the public that it had the sanction of the Patent Office 
for the use of the “duck” label generally in connection with a process- 


ing fluid which it put out in bottles under U. S. Reg. No. 326,893, 


which covered a trade-mark for the product “Neva-Wet” in class 6 


(chemicals), whereas respondent was granted the right to use the 
“duck” label for garments only under registration number 46,419. 
Similar false advertising has been declared a bar to equitable relief. 
(Howland v. Import Corp., 8 Fed. Supp. 260; Prince Mfg. Co. v. 
Prince Metallic Band Co., 135 N. Y. 24, 38; Worden vy. California 
Fig Co., 187 U. S. 516, 528.) 

While the foregoing and other misconduct, going directly to the 
issues involved, was clearly recognized by the trial court in its 
opinion, it brushed it aside by asserting that it was immaterial in 
view of the scope of plaintiff's activity and the widespread effect of 
a large advertising campaign which had apparently succeeded in at- 
taching significance to the name and process of the plaintiff. The 
court evidently overlooked the fact that most of the money referred 
to as being spent in advertising was used after Lefkowitz had had 
definite notice from the Patent Office of Klein’s marks and in spite 


of the fact that he knew that those marks had not been abandoned 
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by Klein. (Cf. Tiffany § Co. v. Tiffany Productions, Inc., 262 N. Y. 
482 [23 T.-M. Rep. 117]; Wallace & Co. v. Repetti & Co., supra; 


L. C. Page v. Fox Film Corp., supra.) No amount of advertising 


can excuse fraud and unconscionable conduct in the theft and appro- 


priation of other people’s property. Regardless of any other ques- 
tion in the case, the plaintiff is not in court with clean hands, and is 
not entitled to equitable relief. (Koehler v. Sanders, 122 N. Y. 65, 
75.) The fraudulent conduct of plaintiff goes directly to the issues 
involved. 

The trial court found that the use of trade-marks by plaintiff had 
acquired a secondary meaning, but, even so, it was barred from as- 
serting it here, inasmuch as it has unlawfully appropriated by 
simulation and fraud the marks of the defendants which were not 
abandoned. Resulting similarly is the fact that any secondary 
meaning found attached after notice of Klein’s rights. We might add 
that we think that the term “Neva-Wet” represents merely an idea 
and is merely descriptive of the articles to which the term is attached 
and indicates characteristic qualities and the nature of the article. 
(See Derenberg on “Trade-Mark Protection and Unfair Trading,” 
pp. 257-263.) If so, it is not subject to exclusive appropriation. 
(Caswell v. Davis, 58 N. Y. 223; Koehler v. Sanders, supra; Fischer 
v. Blank, 188 N. Y. 244, 249.) 

Plaintiff uses the word: “Neva-Wet” in its corporate name, on 
its labels and advertising matter and in connection with its business 
generally, and defendant the words “Never Wet.” Their mere use 
in the corporation names lays no basis for unfair competition. Their 
use in the corporate titles in conjunction with the other words used 
is not calculated to deceive any one. On their face they indicate that 
they are names of separate and distinct corporations. The words 
“Neva-Wet” and “Never Wet,” if used separate from and uncon- 
nected with the corporate names, are practically interchangeable 
phonetically, in appearance and meaning. They are words of com- 
mon speech, purely descriptive and not subject to exclusive appro- 
priation by plaintiff as a trade-name in the absence of proof and 


finding that the business is confined to narrow limits geographically. 
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(Ball v. Broadway Bazaar, supra.) Plaintiff asserts and it has been 
found that its business is internationally advertised and not local 
but international in scope. Thus, regardless of priority of use and 
other considerations, there is no basis in fact for the conclusion that 
defendant may be restrained from the use of the words “Never Wet” 
in its corporate name. 

The judgments should be reversed in so far as they award relief 
to plaintiff and the complaint dismissed, with costs to the appellant 
in all courts. The judgments should otherwise be affirmed, without 


costs. 


Crane, C. J., Lenman, O’Brien, Husss, LovGuran and Fincnu, 


JJ., coneur. 


Cottyrium, Inc. v. JoHN Wvyetru & Brotuer, INc. 


New York Supreme Court 
March 4, 1938 


Trape-Marks AND Unrarr Competition—“Cotiyrium” on Eye Lotrion— 
Pusuicr Jurts—Seconpary MrantinG—DEeEc Laratory JUDGMENT. 

The word “Collyrium,’ when used as a trade-mark for an eye lotion 
or eye salve, held descriptive and hence publici juris. Notwithstanding, 
the word “Collyrium,” although defined by some dictionaries as mean- 
ing an eye lotion or salve as a treatment for the eye, is known as such 
only to the medical and pharmaceutical professions and, through long- 
continued use by defendant, the word held to have acquired a secondary 
meaning, indicating to the general public defendant’s products. Appel- 
lant’s prayer for a declaratory judgment establishing its right to its 
corporate title and the use of the word “Collyrium” was, accordingly, 
dismissed. 

Unrair Competition—Use or Simitar LaBets aNp ConTrAINERS. 

In the case at issue, the use by plaintiff in connection with the word 
“Collyrium,” of bottles and labels similar in size, shape and color to 
those used by defendant, held to constitute unfair competition with 
the defendant. 


Edward S. Rogers and Clifton Cooper, both of New York City, 
for defendant. 


Cuurcu, J.: In this action the plaintiff seeks a declaratory 
judgment establishing its right to maintain its present corporate 


title and to use the word “Collyrium” as the designation of the 
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products which it manufactures, including eye lotions, eye drops and 
eye salve. It also seeks an injunction restraining the defendant 
from representing by advertisements, letters, circulars and the like 
that the latter has the exclusive right to market an eye lotion under 
the trade-name “‘Collyrium.” 

The defendant also seeks injunctive relief and asks that the 
plaintiff be prevented from using the word “Collyrium” in its cor- 
porate trade-name and as a name in connection with the products of 
the plaintiff and particularly in the way plaintiff is now doing. 

The defendant, a Delaware corporation, was formed some time 
prior to 1904, and in 1931 filed with the secretary of state of this 
state the requisite certificate of doing business here. The plaintiff 
was incorporated under the laws of the State of New York in 1936. 
Since its incorporation the defendant has been continuously engaged 
in the manufacture and sale of an eye lotion which it has marketed 
under the name “Collyrium.” This name is displayed in conspicuous 
type on the labels affixed to the bottles containing the lotion and is 
also the outstanding word on the box in which the product is sold at 
retail. 

The plaintiff upon its organization commenced to solicit business 
for its products consisting of an eye lotion, eye drops and an eye 
salve and obtained a registration in the United States Patent Office 
of the trade-mark “I-Kleer.”” On its circulars, labels and stationery 
this registered trade-mark is prominently displayed followed by the 
word “Collyrium” in conspicuous type, under which appear the 
words “*Reg. U.S. Pat. Off.,” indicating to the casual observer that 
that word “Collyrium” is a registered trade-mark, although the as- 
terisk refers to “I-Kleer.”’ 

The plaintiff contends that the word “Collyrium” is a generic 
term, and publici juris, that is, open to the public; that the defendant 
could not and did not acquire a monopoly in the word by virtue 
of its use on one of its products, even though such use continued un- 
interruptedly for over thirty years. It is the claim of the plaintiff 


that the word is descriptive merely of the product, namely, an eye 


lotion, eye drops or eye salve used for the treatment of the eye; that 
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the word is so defined in some of the standard English dictionaries. 
The right which plaintiff seeks to have determined by this action is 
its right to employ the word “Collyrium” as the designation of its 
products claiming that the use of the word in this way is equivalent 
to designating the kind, characteristics or purpose of the products 
themselves and that therefore defendant cannot use the designation 
to the exclusion of everyone else. 

It may be admitted that the word “Collyrium” is defined in some 
of the standard English dictionaries as meaning an eye lotion or salve 
for the treatment of the eye. Its significance is important prin- 
cipally in the medical or pharmaceutical profession and the existence 
of the word or its meaning would doubtless be unknown to those out- 
side such professions. Rare instances may of course be discovered 
where the word has been used apart from a technical or scientific 
context and outside of medical books. 

The circumstances that “Collyrium” accurately describes the 
products of the plaintiff or some of them, does not warrant it so to use 
the word as to pass off its products as those of the defendant. 
(Mainzer, Inc. v. Gruberth, 237 App. Div. 89 [23 T.-M. Rep. 110]; 
Bengue v. American Pharmaceutical Co., Inc., 155 Mise. 602; 280 
N. Y. Supp. 153; aff'd 250 App. Div. 709 [25 T.-M. Rep. 309].) 


Words and phrases in common use and which indicate the character, 


kind, quality and composition of the product may not be appro- 


priated for exclusive use. Known words and phrases indicative of 
quality and composition are the common property of all (Caswell v. 
Davis, 58 N. Y. 223). When one adopts usual words or phrases 
apt to describe the ingredients, composition or quality of his products 
he is guilty of no wrongful infringement. The plaintiff argues that 
the word “Collyrium” accurately and truthfully describes its 
product, that it is in fact the only proper name by which the product 
can be described. It claims that for hundreds of years the word 
has been in common use by physicians, pharmacists, writers and 
authors; that the word “Collyrium” has but one meaning, viz., eye 
lotion or eye salve, for the treatment of the eye, and that this word 


may not be appropriated by the defendant for its exclusive use. 
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Our courts have frequently sanctioned the exclusive appropria- 


tion of descriptive or generic words which by usage have become 
associated with a particular product of a particular manufacturer 
(see cases cited in Bengue v. Am. Pharmaceutical Co., supra). 

The word “Collyrium” can scarcely be included in even the 
broadest category of common or usual words. It may be, if analyzed 
by a person familiar with its etymological origins from the Greek 
through the Latin, somewhat descriptive, but it certainly cannot be 
classified as a word in general use or comprehended within the 
boundaries of the usual vocabulary, if in fact it can even now be dis- 
covered outside of a scientific, medical or technical setting. It is not 
a word of common English speech. It may with absolute propriety 
be catalogued with words capable of acquiring by long usage a sec- 
ondary meaning when used in connection with a given product (Nor- 
wich Pharmacal Co. v. Am. Pharmaceutical Co., Inc., 159 Mise. 818, 
288 N. Y. Supp. 795; Mainzer, Inc. v. Gruberth, supra). 

Coupled with the identity of the names we have here a similarity 
in the size, shape and color of the bottle employed by the plaintiff 
with that utilized by the defendant as well as in the color scheme used 
in the respective labels. This similarity of the name, bottle and label, 
as well as the apparent similarity of some of the ingredients in the 
lotion itself, makes it easy for dealers, themselves aware of the dif- 
ference in the products, to palm off upon unsuspecting customers the 
product of the plaintiff for that of the defendant (see opinion of Mr. 
Presiding Justice Martin dissenting in Smith v. dm. Pharmaceutical 
Co., 244 App. Div. 702, reversed 270 N. Y. 184 {26 T.-M. Rep. 
479]). As was there pointed out, it is the possibility of an oppor- 
tunity for substitution rather than the fact itself that is important 
(see also Thum Co. v. Dickinson, 245 Fed. 609, 621 [9 T.-M. Rep. 
89]). 

Plaintiff had at its disposal in selecting a bottle and label an 
almost boundless field. The deliberate adoption of a difference in 
an eye cup detached from the stopper of the bottle is not sufficient 
to disprove an obvious intent by the plaintiff of predatory simula- 


tion of the product of the defendant. It is impossible to ascribe 
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good faith to a competitor who restricts his choice so as to virtually 
duplicate the established insignia of a rival. 

The plaintiff has clearly overstepped the limits within which the 
law says competition may flourish in order that trade and healthy 
industry may thrive and prosper. 

Proposed findings of fact and conclusions of law have been 
passed upon as indicated in the margin of the respective proposals. 
Submit on notice decision containing without change of language all 


findings and conclusions which have been found, together with final 
judgment. 


BERNHARD ULMANN Co., INc. v. Woot Nove tty Co., INc. 
New York Supreme Court, Special Term 
March 24, 1938 


Trape-Marks anp Unratr Competirion—‘Fraprkt,”’ anp “Frostay” oN 
YaRN—COoNFLICTING Marks. 

The word “Frostay” held to be deceptively similar to the term 

“Frappé,” both words being used as trade-marks on yarn. 
Unrarr Competirion—Use or Simitar Trape Features. 

The use by defendant on its yarn of certain features already in use 
by plaintiff on its yarn, such as similar construction, thickness, length, 
color range and numerical designations, held unfair competition, and 
an injunction was ordered. 


In equity. Action for unfair competition. Injunction granted. 


Briesen & Schrenk, of New York City (Karl Pohl, of counsel), 
for plaintiff. 

Underhill & Rubinger, of New York City (Maurice Rubinger, of 
counsel), for defendant. 


Ernest E. L. Hamner, J.: In this action an injunction is sought 
in restraint of alleged unfair competition. 


Plaintiff and defendant are competitors in selling yarns manu- 


factured under their orders and other needlework supplies. During 
1937 the plaintiff experimented in and developed a yarn of novel 
construction composed of strands of cotton intertwined with white 


rayon for hand-knitting garments for the 1938 spring and summer 
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wear. It devised a range of colors and shades blended with the white 
rayon in anticipation and development of fashion trends. In July, 
1937, for the development and promotion of the sale of such yarn 
plaintiff conceived the application thereto of the word Frappé and 
its use as a trade-mark and applied for registration, for which cer- 
tificate No. 352,895 was issued by the United States Patent Office 
on December 14, 1937. Plaintiff designed and designated distinc- 
tive labels with a setup of special wordings, color cards with twenty 
sample strands of an attractive range of twenty colors, both of com- 
mon variety and also of fanciful names previously coined by a tex- 
tile color association for general trade use, to which plaintiff also 
affixed certain arbitrarily selected numbers. After much experimen- 
tation the colors and shades mentioned were ascertained to be boil- 
proof and lightfast and the words “Guaranteed Boilproof’’ appear 
on the labels applied to the yarn. Color cards, catalogues showing 
specially designed fabrics on model figures, and display cards were 
distributed among the trade and instruction books with similar illus- 


trations placed with the yarn among plaintiff's customers for sale to 


the public. Much advertising and publicity featuring Frappé yarns 


was used by plaintiff and some of its customers to promote sales. 


There were sales in July, 1937, and ever since November, 1937, 
plaintiff has continuously sold such yarn in large quantities. In ex- 
perimentation, development and promotion of sales plaintiff ex- 
pended large sums of money. Frappé yarn is sold in two-ounce 
skeins of approximately 265 yards, twenty to the box. Units of that 
quantity are prescribed in plaintiff's instruction book for the gar- 
ments there illustrated for knitting. Defendant is offering for sale 
and selling a yarn identical in construction, with a range of sixteen 
color shades, with intertwined white rayon, which, excluding four of 
plaintiff's, are otherwise identical. Defendant has been using its 
house name or registered trade-name “Polar’’ on its labels and the 
secondary name “Frostay”’ to identify its cotton and rayon yarn. Its 
testimony is that word occurred to it in August, 1937, when the idea 
of creating this type of yarn also was conceived. In December, 


1937, after rejecting some, it got up its scheme of sixteen colors 
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which had been submitted by its manufacturer. Early in January, 


1938, it made up its color card and, having plaintiff’s before it, 
noting the identity of the sixteen colors, being “lazy” it made same 
identical with plaintiff's in arrangement of colors, names and num- 
bers also except as to them it prefixed the digit “1.’’ It, of course, 
used its trade-name ‘Polar’ and the secondary designation “Fros- 
tay’ onthe cards. It did no experimenting as “it did not take much 
experimenting to bring out yarn like that.’’ No experimentation was 
needed about the dyeing. “It is well known and needs no experimen- 
tation to know that cotton and acetate cannot be dyed together, that 
is what they call a cross dyeing.” Defendant gave the manufac- 
turer a similar yarn made of rayon and wool and said it wanted the 
yarn duplicated in cotton and rayon so that it could have it ready 
for the spring. The dyeing orders were also given to the manu- 
facturer who had the dyeing done. Defendant did no special pro- 
motion work and did not have “Frostay” yarn in its catalogue or 
instruction book. Plaintiff’s Frappé yarn sells for $6.16 a box and 
defendant’s $4 to $4.25 a box. 

Whether the close identity of the parties’ yarn is the result of 
defendant’s willful and malicious simulation, as claimed by plaintiff, 
or of mere coincidence resulting from the operation of the minds of 
the merchants seems hardly necessary of determination. Perhaps 
such minds, spurred on by the necessity of anticipating the require- 
ments of coming seasons, may conceive and in the process of crea- 
tive genius produce either the same or an identical twin article. It 
may be due to the association, environment and training of de- 
fendant’s identical designer or creator who started with plaintiff 
as a boy and was with it for eleven years of the twenty-nine he had 
been in the yarn industry. Whatever the causes or reasons, it is 
clear that defendant’s use of the unregistered word “Frostay’ in 
connection with its use for its yarn of a composition, construction, 
dimension in thickness identical with defendant’s yarn, with length 
in relation to weight, so two ounces yield about 265 yards, unusual 
color range, defendant’s sixteen being the same as that same quantity 


of plaintiff's twenty, the sale of twenty two-ounce skeins to the 
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box, all identical with that of plaintiff, the identity of sequence, 
colors and names with close and almost identical numbers, the simi- 
larity of wording on labels, are calculated and likely to deceive the 
unwary purchaser desirous of purchasing plaintiff's registered trade- 
marked Frappé yarn (Colman v. Crump, 70 N. Y. 573). The in- 
fringement does not depend upon the use of identical words or that 
a person looking at one would be deceived into the belief that it was 
the other. The form and sound are so similar that one not having a 
clear and definite memory of the trade-mark may be misled 
(Northam Warren Corp. v. Universal Cosmetic Co., 18 F. [2d] 774 
{17 T.-M. Rep. 203]; Coca-Cola Co. v. Chero-Cola, 273 Fed. 755 
[11 T.-M. Rep. 252]; Bregstone v. Greenberg, 192 A. D. 213; Gehl 
v. Hebe Co., 276 Fed. 271 [12 T.-M. Rep. 154]; Lambert Pharmacal 
Co. v. Bolton Chemical Corp., 219 Fed. 325 [5 T.-M. Rep. 38]; 
Wilson & Co. v. The Best Foods, Inc., 300 Fed. 484 [15 T.-M. Rep. 
179]; Indus. Rayon Corp. v. Dutchess Underwear Corp., 92 F. 
[2d] 33). The plaintiff adopted, appropriated and used the trade- 
mark Frappé prior to adoption, appropriation or use by defendant 
of the term “Frostay.” Plaintiff then is entitled to priority (Oneida 
Community, Limited v. Oneida Game Trap Co., Inc., 168 App. Div. 
769, 154 N. Y. Supp. 391 [5 T.-M. Rep. 316]; United Drug Co. v. 
Rectanus Co., 248 U. S. 90 [9 T.-M. Rep. 1]). No evidence was 
presented that any person had been deceived. None was necessary. 
Plaintiff's proof is sufficient, as it shows injury to its business is im- 
minent (7'. A. Vulcan v. Myers, 139 N. Y. 364). Defendant's ex- 
planation of its use of plaintiff's color card, the color sequence, 
names and numbers is unsatisfactory. From it and other dis- 
crepancies and apparent insincerities lack of truth could readily be 
drawn. Perhaps defendant, if it had constructed and dressed its 
yarn and used a name which did not convey the same idea as plain- 
tiff’s registered trade-name, might have used with propriety many of 


the individual items used by plaintiff. The use of these on the color 


card with practically no change intensified the injury, and presented 
additional means of confusion and deception (Enterprise Mfg. Co. 
v. Landers, Frary & Clark, 124 Fed. 923, aff'd 131 Fed. 240). 
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The issue here is not merely the infringement of a trade-mark. 
The combination of facts, it being clear plaintiff was first in con- 
ception and production, and the practical identity of every item 
going into the finished product, including its quantity as offered for 


sale, indicate an intention and practice by defendant to trade upon 


plaintiff's good-will and injure plaintiff by offering a cheaper article 


calculated and likely to be mistaken by purchasers of plaintiff's 
yarn (Kallus v. Bimblick Toy Mfg. Co., Inc., 229 A. D. 313 [20 
T.-M. Rep. 170]; Brillo Mfg. Co. v. Levine, 236 A. D. 488 {23 
T.-M. Rep. 9]; Dutton & Co. v. Cupples, 117 A. D. 172; see also 
cases cited above). 

Both sides have called my attention to the case of Neva-Wet 
Corp. of America, Inc. v. Never Wet Processing Corp., et al., decided 
March 8, 1938, by the Court of Appeals (see p. 167 ante). In so far 
as applicable, that decision and authorities cited therein sustain 
plaintiff's position in this action. 

I am persuaded that plaintiff is entitled to the relief sought, with 
costs. The making of findings and conclusions incorporated in a 
formal decision has been waived by stipulation of the parties. Judg- 


ment may be entered accordingly on notice. 





Port CHEstTeR WINE & Ligvor Suop, INc., AND JosEPH GIOFFRE V. 


Mitter Bros. Fruirerers, Inc. 
New York Supreme Court, Second Department 
January 28, 1938 


Unrair Competition—Fair Trape Act—Ricur or Reraiter To Sve. 
Inasmuch as Section 2 of the New York Fair Trade Act (Laws of 
1935, Chap. 976) provides that violation of the contract between pro- 
ducer and retailer “is actionable on the suit of any person damaged 
thereby,” held that plaintiff, engaged in selling liquor at retail, had the 
right to enjoin a competitor from selling goods subject to a price-fixing 
agreement at less than the price agreed upon. 
Unram Competirion—New York Farr Trane Act—Ditsraisutor as Co- 
Owner or Property Ricgutr ry Trape-MarkKep ARTICLE. 
There is no compelling reason why the devolution by contract of 
a limited share in the property right in a trade-marked article from 
producer to distributor should not be recognized. 
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Unrar Competition—Srate Laws, New York. 
Plaintiff's maintenance of the present action held not to violate 
the Donnelly Act, which invalidates an arrangement between dealers 
to fix prices of commodities. 


In equity. Appeal by the plaintiffs from an order of the Supreme 
Court, dismissing complaint in an action under the New York Fair 
Trade Act. Reversed. 


Benjamin I. Tunick, of New York City, for appellants. 

Herman N. Goldowitz, of New York City, for respondent. 

Thomas Kiernan (Ezra Cornell and Orison S. Marden with him 
on the brief), all of New York City, for Calvert Distillers 
Corporation and Seagram Distillers Corporation as amici 
curiae. 


CarsweELL, J.: The sole question here concerns the right of these 
plaintiffs to maintain this action to enforce rights under a contract 
made pursuant to the so-called Fair Trade Act (Laws of 1935, chap. 
976). This statute authorizes vertical price-fixing arrangements 
between a producer or owner of goods and a vendee where those 


goods are identified and bear a trade-name, brand or mark. The 


Special Term has held that the violation of such arrangements by a 


competing retailer or price-cutter may not be enjoined by a retailer; 
it may only be the subject of redress in a suit by the producer or 
vendor. 

Plaintiffs are retailers of various brands of liquor in the village 
of Port Chester. They made contracts with distillers whereby they 
purchased certain named brands of liquor with the obligation to sell 
at prices fixed by the producer. The agreements recite that they 
are made under the Fair Trade Act and are expressly limited to 
sales in intrastate commerce. 

Defendant is a competing retailer. It has, so it is alleged, sold 
and is selling specified brands of liquor at prices below those fixed 
by the producers under the contract with the plaintiffs. Plaintiffs 
seek to enjoin the defendant from selling these specified brands at 
prices below those fixed by the producers pursuant to the contract. 
They claim they are suffering damage as a consequence of such price- 
cutting by defendant. 
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The ground of the Special Term’s denial of the motion for a 
temporary injunction seems to be that the plaintiffs do not possess 
a property right in the good-will of the trade-name, brand or mark 
of the specified articles such as would enable them to maintain this 
action for claimed damages arising from defendant’s price-cutting, 
and that such a property right is possessed only by the producer or 


wholesale vendor of the articles in the first instance. 


The Fair Trade Act here involved is substantially identical with 


those enacted in forty-two States of the Union. Its validity was 


successfully challenged as violating both the Federal and State Con- 
stitutions in Doubleday, Doran & Co. v. Macy & Co. (269 N. Y. 272 
[27 T.-M. Rep. 73]). Subsequently an identical Illinois statute 
was unanimously sustained as valid in Old Dearborn Co. v. Seagram 
Corp. (299 U. S. 183 [27 T.-M. Rep. 3]). Thereupon the New 
York statute was held valid in Bourjois Sales Corp. v. Dorfman 
(273 N. Y. 167). 

The statute in its title purports to protect “trade-mark owners, 
distributors and the public against injurious and uneconomic prac- 
tices in the distribution of articles of standard quality under a dis- 
tinguished trade-mark, brand or name.” It should be noted that 
it does not purport to limit protection to the owners of the trade- 
mark, brand or name and the public, but that it includes “distribu- 
tors.” Usually the term “distributor” connotes a wholesaler or 
jobber of goods, but it may include a retailer. However, it is not 
necessary to hold that the use of the word “distributor” is determina- 
tive of the legislative purpose to protect other than owners of trade- 
marks, brands or names and the public, because in Section 2 of the 
statute, which is the vital one for us to consider, it is expressly pro- 
vided that price-cutting “is unfair competition and is actionable at 
the suit of any person damaged thereby.” Are plaintiffs within the 
latter provisions? 

Section 1 provides that a contract for the sale or resale of a com- 
modity bearing a trade-name, brand or mark in fair and open com- 


petition with commodities of the same general class, and which con- 
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tains provisions fixing the price at which the resale may be had, 
shall not be deemed in violation of law. 

This section made no change in the common law as declared in 
this State in cases which concerned vertical price-fixing in respect 
of commodities in intrastate commerce having a brand or name 
evidencing good-will. The right, therefore, of a producer or vendor 
to enforce such a contract in respect of articles in intrastate com- 
merce being established, Section 1 created no new cause of action. 
A statute was not needed to enable a producer to protect himself by 
way of enforcing his property rights in his good-will as evidenced by 
his trade-name, brand or mark. (Bourjois Sales Corp. v. Dorfman, 
273 N. Y. 167, 170, 171; Marsich v. Eastman Kodak Co., 244 App. 
Div. 295; aff'd, 269 N. Y. 621; Ingersoll §& Brother v. Hahne & Co., 
89 N. J. Eq. 332, 335; 108 A. 128 [8 T.-M. Rep 352].) 

Section 2 provides that the selling of such a commodity at less 
than the price stipulated in a contract made pursuant to Section 1, 
“whether the person .... selling is or is not a party to such con- 
tract, is unfair competition, and is actionable at the suit of any per- 
son damaged thereby.”” The foregoing section created a new cause 
of action. It evinced a legislative purpose to have that action inure 
to the benefit of others than the producer, who already had a legal 
right to make such a contract and to enforce it, of which right Sec- 
tion 1 was merely declaratory. The Legislature used general all- 
inclusive language and said that “any person” damaged thereby 
might maintain an action. It did not state, as it readily could have 
done, that the acts specified were actionable at the suit of the pro- 
ducer or wholesale vendor only. 

The wisdom or unwisdom of permitting vertical price-fixing ar- 
rangements and interdicting price-cutting activities is a matter for 
the Legislature and not the Judiciary to determine. The facilities 
of the Legislature to inform itself as to whether such practices are 
sound or unsound economics are more ample than are those of the 
courts. Which course is sound public policy is, therefore, for the Leg- 
islature. (People v. Charles Schweinler Press, 214 N. Y. 395; Old 


Dearborn Co. v. Seagram Corp., supra.) The manner of furthering 
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its purpose is likewise to be determined by the Legislature. It has 
specified in this statute certain ways of enforcement. 

In interpreting a statute it is the duty of courts to effectuate, and 
not frustrate, legislative purpose. Just as that purpose should 
not be nullified except in obedience to the stern compulsion of a con- 


stitutional mandate or provision, so likewise that legislative purpose 


should not be fettered, hobbled or rendered less efficacious by judicial 


interpretation where the Legislature has expressed its purpose with 
reasonable certainty. To interpret Section 2, despite its clarity, 
so as to limit the maintenance of an action to enforce rights there- 
under to the producer or wholesale vendor and to exclude the vendee 
or retailer from the right so to do would be in disregard of its all- 
inclusive language and render the statute of less efficacy in further- 
ing the plain legislative purpose of preventing price-cutting prac- 
tices with relation to identified commodities which have been made 
the subject of a vertical price-fixing arrangement pursuant to the 
statute. 

The one who to a greater degree bears the brunt or burden as a 
consequence of price-cutting by a retailer is the competing retailer 
who is observing his contract obligations. Such a retailer suffers 
proportionately to a greater extent than does the producer. After 
all, even the price-cutter must directly or indirectly get his goods to 
sell on the price-cutting basis from the producer, while the retailer 
who observes his contract obligations is deprived of his sales and his 
good repute in the neighborhood and is damaged as a consequence 
of the price-cutting acts of his competitors. 

But it is said that such a retailer has no property interest in the 
trade-name, brand or mark of the article sold, and that it was be- 
cause the producer or vendor had such a property interest that the 
validity of the statute was sustained. Certain language in Old 
Dearborn Co. v. Seagram Corp., supra, is invoked to sustain this 
contention. It was there said by SurHERLAND, J.: 


In the second place, § 2 does not deal with the restriction upon the 
sale of the commodity qua commodity, but with that restriction because 
the commodity is identified by the trade-mark, brand or name of the 
producer or owner. The essence of the statutory violation then consists 
not in the bare disposition of the commodity, but in a forbidden use of 
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the trade-mark, brand or name in accomplishing such disposition. The 
primary aim of the law is to protect the property—namely, the good-will 
—of the producer, which he still owns. The price restriction is 
adopted as an appropriate means to that perfectly legitimate end, and not 
as an end in itself. (Italics ours.) 

It is true that it was said, “The primary aim of the law is to 
protect the property-—namely, the good-will—of the producer, 


which he still owns.’ But it was not said to be the sole aim. It 


was not the sole aim. The statutory aim was three-fold: to protect 


‘trade-mark owners, distributors and the public.’”’ Moreover, the 
reference to “primary aim’ does not preclude one other than the 
producer from acquiring by contract an interest in that self-same 
good-will represented by the trade-name, brand or mark upon the 
commodity sold to the retailer for resale. That a vendee or distribu- 
tor has a property interest in such a good-will has been recognized. 
(Triner Corporation v. McNeil, 363 Ill. 559, 579; 2 N. E. [2d] 
929, per Witson, J. [27 T.-M. Rep. 15].) 

This view is in accord with the legislative purpose evinced in the 
title of the act, to wit, to protect the public, the producer and the dis- 
tributor. Accordingly, when a competitor sells a specitied branded 
article in violation of the retailer’s limited property right in the good- 
will acquired by contract, the injury or damage falls directly upon 
the retailer with greater proportionate force than upon the producer 
who has shared with the retailer by contract the property right in the 
good-will. There is no compelling reason why the devolution by 
contract of a limited share in the property right should not be 
recognized. Certainly, solicitude for the one who by this statute is 
branded as a wrongdoer does not qualify as a reason. By recogniz- 
ing this limited share in the property right, the purpose of the Fair 
Trade Act to protect that property right, no matter on whom it may 
devolve in whole or part, will be effectuated in full vigor. This view 
that the producer is not the only one whose good-will may be injured 
is recognized by SUTHERLAND, J., in the Old Dearborn case (p. 195): 
“There is a great body of fact and opinion tending to show that 
price-cutting by retail dealers is not only injurious to the good-will 
and business of the producer and distributor of identified goods, but 
injurious to the general public as well.” (Italics ours.) 
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Hence plaintiffs, having obtained by contract an interest in the 
property rights evidenced by the trade-name, brand or mark, and 


suffering damage as a consequence of defendant’s price-cutting ac- 
£ | 


tivities, may maintain this action to protect that property interest, 
as well as for the further reason that they come within the broad 
general language of Section 2, where such acts of the defendants are 
declared to be actionable “‘at the suit of any person damaged there- 
by.”” The right to maintain such an action by a distributor with no 
greater property rights in the good-will in a trade-name on identified 
goods than are possessed by the plaintiffs was recognized without 
challenge in T'riner Corporation v. McNeil, supra. The Illinois 
statute there involved was identical with the New York Fair Trade 
Act, the court recognizing (p. 579) that a distributor had a prop- 
erty interest in the good-will presented by the trade-name, brand or 
mark, on the goods he acquired for resale under contract pursuant 
to a vertical price-fixing agreement in conformity with the Fair 
Trade Act. That decision was affirmed (299 U.S. 183). That case 
requires that the right of the plaintiffs herein to maintain this action 
be sustained. 

It is asserted, however, that such a view in effect violates the 
Donnelly Act (General Business Law, § 340), which invalidates, 
inter alia, an arrangement between dealers to fix prices of commodi- 
ties. There is no force to such a contention. Price-fixing or the 
creation of a monopoly by contract was regarded as contrary to the 
spirit and the policy of the common law where the commodities in- 
volved were necessaries of life. The scope of that common-law doc- 
trine was extended by statutes. It concerned horizontal price-fixing. 
The Donnelly Act represents such an extension. It invalidates 
horizontal price-fixing arrangements of “any article or product” 
marketed or sold in this State. The Sherman Anti-Trust Act (26 
U.S. Stat. at Large, 209, ch. 647; U. S. Code, tit. 15, § § 1-7) also 
extended the doctrine to any article that might be the subject of 
trade or commerce in interstate transactions. The State enactment 
assumed to ban horizontal price-fixing arrangements only, that is, 


contracts between dealers or contracts between manufacturers or 
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producers of particular commodities. It did not purport to concern 


itself with vertical price arrangements based on property rights in 
good-will evidenced by a trade-name, brand or mark on a commodity 
in intrastate commerce. (Marsich v. Eastman Kodak Co., 244 App. 
Div. 295, 296, and cases cited therein; affd., 269 N. Y. 621.) 

The Fair Trade Act, so interpreted, entitles a retailer to seek 
redress under a vertical price-fixing arrangement and is not in con- 
flict with the provisions of the Donnelly Act, which bans horizontal 
price-fixing. The Legislature has seen fit by the later enactment 
to declare vertical price arrangements of a specified character to be 
valid; therefore, such arrangements must be construed to be without 
the language of the earlier Donnelly Act. 

Whether a vertical price-fixing arrangement shall be declared to 
be valid while a horizontal price-fixing arrangement is banned as 
invalid, is a matter for the Legislature. 

The order denying plaintiffs’ motion for an injunction pendente 
lite should be reversed on the law, with ten dollars costs and dis- 
bursements, and the motion granted. The amount of the bond to be 
furnished will be fixed in the order. 


Hagarty, Davis, ApEL and Ciosr, JJ., concur. 


Order denying motion for an injunction pendente lite reversed on 
the law, with ten dollars costs and disbursements, and motion 
granted. The amount of the bond will be fixed in the order. Settle 


order on notice. 
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In THE MATTER OF THE APPLICATION oF DutcH Maip Ice CREAM 


CoMPANY 
United States Court of Customs and Patent Appeals 
Serial No. 366,936 
March 28, 1938 


Trape-Marxs—“DutrcH Mar” anp Picrure or Hoiianp LANpDSCAPE AND 
“DuTcHLAND Mape”—Conriictinc Marks. 

A trade-mark consisting of the words “Dutch Maid,” used in connec- 
tion with picture of a landscape including a Dutch girl, a windmill and 
two cows held to be confusingly similar to the trade-mark “Dutchland 
Made,” both marks being used on ice cream, particularly as, when heard 
over the radio, the word “Maid” is identical with the word “Made.” 

Trape-M arks—Opposit1ioN—DIFFreRENCE IN TERRITORIAL UsE. 

In the case at issue, the fact that appellant uses his mark in North 
Dakota and adjoining states, whereas the appellee’s use of its mark 
was confined to the New England States, New York and New Jersey 
held not to affect the issue, inasmuch as trade practice can be changed 
from time to time. 


Appeal from a decision of the Commissioner of Patents affirming 
S 


decision of the Examiner refusing to register. Affirmed. 


Lester L. Sargent, of Washington, D. C., for appellant. 
R. F. Whitehead, of Washington, D. C., for Commissioner of 
Patents. 


Jackson, J.: This is an appeal from a decision of the Commis- 
sioner of Patents affirming that of the Examiner refusing to register 
the trade-mark “Dutch Maid,’”’ accompanied by a picture of a land- 
scape including a Dutch girl, a windmill, and two cows, as applied 
to ice cream. 

Both the Examiner and the Commissioner held that the mark 
sought to be registered is confusingly similar to a previously regis- 
tered trade-mark, ‘““Dutchland Made,” which is applied to ice cream. 


Since the use of the two marks is on identical goods, the sole ques- 


tion before us is whether they are so similar as to be likely to cause 
confusion in trade. Appellant states that there is a material differ- 
ence in sound between “Dutch” and “Dutchland.” With this we 
must agree. However, the same difference does not apply to the 


sound of “maid” and “made.’”’ As to the picture showing treeless 
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flat land, an old Dutch windmill, the girl in dress which is Dutch 
from her cap to her wooden shoes, we are of opinion that it represents 
a scene which would naturally be called Holland or Dutchland. The 
picture would seem to have the same effect as the registered mark 
“Dutchland.” 

Appellant would not be entitled to register the word “Dutchland”’ 
because of the prior registration. Neither could he register as a 
trade-mark a picture which conveys the same meaning as the word. 
Apparently, this is precisely what he seeks to do by including the 
picture with the words, all of which he seeks to register. 

The law is well settled in this respect in the case of In re Canada 
Dry Ginger Ale, Inc., 24 C. C. P. A. (Patents) 804, 86 F. (2d) 830 
[27 T.-M. Rep. 83]. The court there said that: 


it is well established that the use of a word has the same effect as the use 
of a picture if the word meaning is the same as the meaning of the picture. 
Heilbronn Co. v. Hammermill Paper Co., 18 C. C. P. A. (Patents) 1307, 
48 F. (2d) 963. It necessarily follows that the converse must be true— 
that the use of a picture has the same effect as the use of a word if the pic- 
ture means the same as the word. 


The words “maid” and “made’’ have not the same spelling, but, 


from what has hereinbefore been stated, we think it quite clear that 


joining the picture, which seems to have the same meaning as the 
word “Dutchland,” to the words “Dutch Maid,” on a product iden- 
tical with that to which the registered mark is applied, would be 
likely to cause confusion in trade. 


The words “maid” and “made” have precisely the same pronun- 
ciation, and since the radio is one of the largely used mediums of 
advertising products, sound is of great importance and must enter 
as a very necessary factor in considering the question of likelihood 
of confusion in trade. The difference in the words “Dutch Maid” 
and ““Dutchland Made,” both as applied to ice cream, is so slight that 
we are of opinion a listener to radio advertising could very easily con- 
fuse the one for the other. See Part, Inc. v. Sormani, 23 C. C. P. A. 
(Patents) 773, 80 F. (2d) 78 [26 T.-M. Rep. 23]. 

Ice cream is an inexpensive food product and of common every- 
day use. The radio listener would not be expected to give attention 


to the pronouncing of the names with the same degree of care as he 
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would if the product were more expensive cr rarely purchased. 
Lever Brothers Co. v. Riodela Chemical Co., 17 C. C. P. A. ( Patents) 
1272, 41 F. (2d) 408 [20 T.-M. Rep. 311]. 

The fact, as urged by appellant, that his goods are not advertised 
by radio does not change the situation. As a prudent business man 
he probably would so advertise if in his opinion it would result in 
better business for him. 

Appellant argues that his product is sold only in his own State 
of North Dakota and the adjoining states of the Middle Northern 
section of the United States, whereas the product of the registrant 
is sold in the New England states, New York, and New Jersey. 
Apparently this is to the point that there would be no likelihood of 
confusion in trade on identical goods. This does not warrant discus- 


sion. Trade practice can be changed from time to time. It is not 


unreasonable to picture a business, which has developed such large 


territorial scope as that of both appellant and registrant, continuing 
to increase its horizon of trade until they might each be serving the 
same territory. 

Appellant has called to the court’s attention several decisions in 
view of which he contends the decision of the Commissioner should 
be reversed. The facts and circumstances here, however, are so clear 
that we deem it unnecessary to make reference to them. In this 
respect we follow the rule laid down in the case of Duro Pump & 
Mfg. Co. (The) v. Thomas Maddock’s Sons Co., 17 C. C. P. A. 
(Patents) 785, 36 F. (2d) 1005 [20 T.-M. Rep. 554], in which the 
court said that: 


in trade-mark proceedings, as in other cases, the issues must be determined 
in accordance with the facts and circumstances of the particular case before 
the court. 

For the reasons herein set forth, we think the Commissioner of 
Patents arrived at the correct conclusion and his decision is, accord- 
ingly, affirmed. 
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In THE MaTTeER OF THE APPLICATION OF ONE MINUTE WASHER 


CoMPANY 
United States Court of Customs and Patent Appeals 
Serial No. 361,831 
March 28, 1938 


Trapve-Marks—“Oneé Minute” ror WasHInG Macutnes—Non-DEscriPTive 
TERM. 

The words “One Minute,” used as a trade-mark for washing machines 

and parts thereof, held not to be either descriptive or misdescriptive. 
TrapvEe-Marks—Test ror DescrIPTiVENESS AND MISDESCRIPTIVENESS. 

Words which would be descriptive when applied to some goods, would 
be merely fanciful or arbitrary when used on others. When such marks 
so applied require for their understanding the exercise of the powers 
of perception and the imagination, they are not descriptive but merely 
fanciful or suggestive. 

On appeal from a decision of the Commissioner of Patents deny- 
ing an application to register. Reversed. 


Paul Finckel, of Washington, D. C., and William P. Bair, of 
Chicago, IIl., for appellant. 


The Solicitor, for Commissioner of Patents. 


Harrie.p, J.: This is an appeal from the decision of the Com- 
missioner of Patents affirming the decision of the Examiner of Trade- 
Marks denying appellant’s application for registration under the 
Trade-Mark Act of February 20, 1905, of the trade-mark “One 
Minute” for use on washing machines and parts thereof. 

It appears from the record that appellant and its predecessor in 
business has used its trade-mark on its washing machines since 1905; 
that the mark was used originally on manually-operated machines, 
and later on power-operated machines; and that the time required 
for washing clothes in appellant’s machines is from seven to eleven 
minutes, depending on the size of the machine, the amount of clothes 
being washed, and the kind of soap and water used. 


There are affidavits of record by the president and vice-president, 


and also by one of the attorneys, of the appellant company. It ap- 
pears therefrom, among other things, that the witness had conversed 


with many buyers, dealers, jobbers, and users of appellant’s 
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machines, and that no one was ever found who thought that the 
trade-mark “One Minute” either described or was misdescriptive of 
appellant’s goods. 

The tribunals of the Patent Office were not impressed with the 
evidence of record, and concurred in holding that appellant’s trade- 
mark was either descriptive or misdescriptive of the goods of appel- 
lant, and, therefore, was not entitled to registration. 


In his decision, the Examiner stated that: 


The expression “One Minute” is believed to be directly descriptive of a 
characteristic (or the character) of applicant’s goods in that it indicates 
the speed of operation of applicant’s machines—that is to say, it indicates 
that these machines will wash a given quantity of clothing, as much for in- 
stance as the machine will hold, in one minute. 

Marks of this type have been uniformly refused registration as being 
descriptive. 

The decision in ex parte Champion Spark Plug Company, 259 O. G. 183 
[9 T.-M. Rep. 321], of record, is believed to be squarely in point and con- 
trolling. Other decisions directly in point are ex parte Whitman Grocery 
Company, 100 O. G. 1763, and Ex parte King Coffee Products Corporation, 
139 M. D. 437 [12 T.-M. Rep. 260], in which the term “Minute” was held 
descriptive for malted cereal coffee, and for coffee, respectively. 


Other cases were cited by the Examiner and referred to by him 


as being analogous to the issues in the instant case. 
In affirming the decision of the Examiner, the Commissioner said: 


Applicant argues that, as no washing machine has yet been developed 
“which would wash a garment or a batch of garments in one minute,” it 
necessarily “follows that ‘One Minute’ is not truly descriptive of applicant’s 
product”; and suggests that the real basis of the Examiner’s ruling must 
have been that he considered the mark to be misdescriptive. On this assump- 
tion the question of misdescriptiveness is discussed in the brief at considera- 
ble length, and the conclusion urged is that “no one with the slightest 
familiarity with washing machines would be deceived by the use of such 
a mark .... because everybody who knows anything about such washing 
machines knows that they will not wash a batch of clothes in one minute.” 
As a precedent is cited the case of Holeproof Hosiery Co. v. Wallach 
Bros., 172 Fed. 859 [2 T.-M. Rep. 16], where it was held by the Circuit Court 
of Appeals for the Second Circuit that the expression “Holeproof,” as 
applied to hosiery, was neither descriptive nor false and misleading because 
“No one surely can be misled into the belief that holes will not appear in 
complainant’s socks if they are worn long enough.” 

I do not think that reasoning applies here. Conceivably many prospec- 
tive purchasers of applicant’s goods, while knowing that socks inevitably 
wear out, may nevertheless be without “the slightest familiarity with wash- 
ing machines”; and to such uninformed individuals the term “One Minute” 
could rationally convey no other meaning than that pertaining to the 
machine’s speed of operation. 
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It clearly appears that appellant’s machines will not wash 


clothes properly in less than seven minutes (the ordinary time 


being from seven to eleven minutes, depending upon the conditions 
hereinbefore mentioned). i 

We think it is obvious that appellant’s mark is not descriptive of 
washing machines, or of any of their characteristics or qualities. 

If the involved trade-mark conveys to the general public the 
thought that the machines on which it is used will wash clothes 
properly in one minute, it is obviously misdescriptive and deceptive, 
and, for that reason, is not entitled to registration. 

The courts have frequently held that a word or words might be 
descriptive when applied as a trade-mark to one article, and merely 
suggestive or fanciful and arbitrary when applied to another, and 
that each case must be determined in accordance with its own facts 
and circumstances. The proposition is so elementary as to require 
no citation of authority. 

The trade-mark “One Minute” might well be held to be either 
descriptive or misdescriptive when used on one article, and merely 
suggestive, fanciful, or arbitrary when used on another. 

Although in the case of Bennett, et al. v. McKinley, et al., 65 
Fed. 505, the Circuit Court of Appeals, Second Circuit, held the 
word “Instantaneous” to be descriptive as applied to finely-ground 
tapioca, which was adapted for immediate use without the “‘prelimi- 
nary soaking required by other preparations,” it, of course, did not 
suggest that it might not be a valid trade-mark if applied to some 
other article. 

In the case of Ex parte The Lufkin Rule Company, 1911 C. D. 
16 [1 T.-M. Rep. 96], the Commissioner of Patents held that the 
term “Instantaneous” was unregistrable for use on measuring- 
tapes, because it conveyed the idea that the tape might be read in- 
stantly or without loss of time. 

In the case of Ex parte Champion Spark Plug Company, 1919 
C. D. 7 [9 T.-M. Rep. 321], the Commissioner of Patents held the 
trade-mark “Minute,” for use on spark-plug cleaner, to be unregis- 


trable, on the theory that it merely described one of the characteris- 
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tics of the cleaner—the time required to clean spark plugs. How- 


ever, the Commissioner distinguished between the use of the word 


“Minute,” as a trade-mark on spark-plug cleaners, and the words 
“Lightning” and “Minute” as trade-marks for use, respectively, on 


carbon remover and automobile wheels, stating that in “‘both these 
cases some exercise of fancy is necessary to get at the meaning’; 
that is, that, in order to understand the meaning intended to be 
conveyed by the trade-marks “Lightning” and “Minute,” when 
used, respectively, on carbon remover and automobile wheels, it was 
necessary to exercise the powers of perception and imagination. 

The same test, relative to the question of descriptiveness of a 
trade-mark, was applied by the Circuit Court of Appeals, Fourth 
Circuit, in the case of W.G. Reardon Laboratories v. B. & B. Ex- 
terminators, 71 F. (2d) 515, 517 [23 T.-M. Rep. 375], in holding 
that the trade-mark “Mouse Seed,” for use on a rodent exterminator, 
was not descriptive. The court said: “Mature thought would prob- 
ably lead to but one conclusion—that a mouse poison was indicated 

-but it requires thought to reach this conclusion. ‘The words used 
together possess an element of incongruity which make them unusual 
and unique and therefore, in our opinion, a valid trade-mark.”’ 

In the case of Holeproof Hosiery Co. v. Wallach Bros., 172 Fed. 
859, 860 [2 T.-M. Rep. 16], the Circuit Court of Appeals, Second 
Circuit, in holding that the trade-mark “Holeproof,” for use on 
hosiery, was not misdescriptive or deceptive, among other things, 
said: “‘No one surely could be misled into the belief that holes will 
not appear in complainant’s socks if they are worn long enough, 
and it is difficult to conceive that anyone could be fatuous enough to 
suppose that by the use of such a word he could deceive people by 
inducing a belief that the goods to which it was applied would never 
wear out. It is a boastful and fanciful word... .” 

A solution of the problem confronting us is not free from dif- 
ficulty. 

The goods on which appellant uses its mark are washing ma- 
chines. They are comparatively expensive articles, and are not 


purchased carelessly. 
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Appellant’s mark is clearly not descriptive of its goods. Is it 
misdescriptive, and, therefore, deceptive? Would a purchaser, on 
seeing the trade-mark “One Minute” on one of appellant’s washing 
machines, be misled into believing that such machine would wash 
clothes properly in one minute? We think not. 

It seems to us that, in order to understand the meaning intended 
to be conveyed by appellant’s trade-mark, it would be necessary for 
one to exercise his powers of perception and imagination, and that, 
by so doing, he would conclude that the trade-mark was merely in- 
tended to convey the idea that appellant’s machines were so con- 
structed that they would wash clothes with celerity. 

































Appellant’s trade-mark is intriguing, and, although it may sug- 
gest a desirable characteristic of the goods on which it is used, is, 
in our opinion, purely fanciful and arbitrary. 

Ve deem it unnecessary to discuss other cases cited in the deci- 
sion of the Examiner of Trade-Marks and by counsel for the parties. 


For the reasons stated, the decision of the Commissioner of 
Patents is reversed. 


Mouawk Mik Propucts Company, INc. v. GENERAL DISTILLERIES 


CorPORATION 
United States Court of Customs and Patent Appeals 
Opposition No. 14,303 


March 28, 1938 


Trape-Marxks—OpposirioN—GIN AND Mitk Propuctrs—Goops or DIFFERENT 
DESCRIPTIVE PROPERTIES. 


Gin and condensed milk, condensed cream, evaporated milk, and 
evaporated cream held to be goods of different descriptive properties. 

On appeal from a decision of the Commissioner of Patents 

affirming a decision of the Examiner of Interferences dismissing a 


trade-mark opposition. Affirmed. For the Commissioner’s decisions 
see 26 T.-M. Rep. 670. 


C. P. Goepel, of New York City, for appellant. 


No one appeared and no brief filed for appellee. 
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Lenroot, J.: This is a trade-mark opposition proceeding in 
which the Commissioner of Patents affirmed a decision of the 
Examiner of Interferences dismissing appellant’s notice of oppo- 
sition, and holding that appellee is entitled to the registration of the 
mark for which it made application. 

The involved marks are the words “Gold Cross,” the letters being 
arranged in the form of an arc, applied by appellee to containers of 
gin, and the words “Gold Cross,” the letters being arranged in the 
form of an arc, together with a representation of a gold cross, ap- 
plied by appellant to containers of coridensed milk, condensed cream, 
evaporated milk, and evaporated cream. 

Appellee’s application was filed September 14, 1934, under the 
provisions of the Trade-Mark Act of February 20, 1905. Appellant 
filed notice of opposition to the registration of said mark by appel- 
lee, alleging use of its mark since 1906 and the registration of the 
same in the United States Patent Office on February 19, 1907. The 
usual allegations of confusion in trade and damage were made in 
said notice. : 

The answer of appellee denied, among other things, that the 
goods of the respective parties to which the marks are applied are 
of the same descriptive properties, and denied that appellant would 
be damaged by the registration of appellee’s mark. 

Appellant took testimony, but appellee did not. 


The Examiner held that the goods of the parties did not possess 


the same descriptive properties; accordingly he dismissed the notice 
of opposition and adjudged that appellee was entitled to register 
the mark for which it had made application. 


In affirming the decision of the Examiner of Interferences, the 


Commissioner said: 


Opposer argues in effect that those of its customers who are still prohi- 
bitionists, upon seeing its well-known trade-mark displayed on a bottle of 
gin, are likely to conclude that opposer has gone into the liquor business, 
and that the gin drinker will probably purchase applicant’s product because 
of opposer’s established reputation; in either of which contingencies op- 
poser would-or may be damaged. The brief then sets forth the somewhat 
startling assertion that: “Whenever it appears that the opposer might be 
damaged or that confusion might result, it is because the goods have the 
same descriptive properties.” 
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I am unwilling to accept the test thus sought to be applied. 


se 
The mere 
fact that some indefinite and far-fetched confusion is to be shown or pointed 


out does not necessarily require that the goods shall be regarded as of the 


same descriptive properties.” California Packing Corporation v. Tillman & 
Bendell, 17 C. C. P. A. 1048, 40 F. (2d) 108 [20 T.-M. Rep. 238]. The type 


of possible confusion here suggested by opposer is in my opinion both in- 
definite and far-fetched. 


Before us appellee neither filed a brief nor appeared upon the 
oral argument. 

The only question before us is whether or not gin, and canned 
milk and cream are goods of the same descriptive properties within 
the meaning of said words as used in Section 5 of said Trade-Mark 
Act. 

The testimony on behalf of appellant shows that many grocers, 
both wholesale and retail, sell both alcoholic beverages and canned 
milk and cream. 

There is no testimony that gin is ever sold in cans. It was the 
opinion of the witnesses that customers who are _ prohibitionists, 
upon seeing the mark “Gold Cross’ applied to gin, would conclude 
that appellant had added the liquor business to its milk business, 
and that such customers would, for that reason, cease buying appel- 
lant’s products, to the damage of appellant. 

We are clearly of the opinion that gin, and canned milk and 
cream, do not belong to the same class, and do not possess the same 
descriptive properties. As has been repeatedly stated in our opin- 
ions, we have given the words “merchandise of the same descriptive 
properties,” as used in Section 5 of the Trade-Mark Act, a very 
liberal construction in order to effectuate the purposes of said act, 
but we are not ready to go so far as to hold that gin possesses the 
same descriptive properties as canned milk and cream, for, in our 
opinion, so to hold would virtually eliminate this provision from the 
statute. 

While it is true that, as urged by appellant, gin and milk are 
both beverages in a sense, the law itself recognizes a wide distinc- 
tion between them, for in some states the sale of the former is entirely 


prohibited, and in other states its sale is strictly regulated and 
licensed. 
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For the reasons stated herein, the decision of the Commissioner 
of Patents is affirmed. 


Fioriwa Cirrus CaNNeERS CoopERATIVE V. CALIFORNIA Fruit 


Growers ExcHANGE 
United States Court of Customs and Patent Appeals 
Opposition No. 14,590 
March 28, 1938 


Trape-Marks—Opposition “SunNy Mist” anp “Sunkist” on Crrrus FRrvirs 
—ConFLicT1nc Marks. 
The words “Sunny Mist” held to be confusingly similar to the word 
“Sunkist,” both terms being used as trade-marks on citrus products. 


Appeal from a decision from the Commissioner of Patents 
affirming a decision of the Examiner of Interferences denying regis- 
tration. Affirmed. 

John F. Richter, Robert M. Gray, and Bernard F. Garvey, all of 

Washington, D. C., for appellant. 
Charles M. Thomas, of Washington, D. C., for appellee. 


Garrett, P. J.: On September 29, 1934, appellant, a corpora- 
tion organized under the laws of the State of Florida, filed an ap- 
plication in the United States Patent Office for registration of the 


notation “Sunny Mist’’ as a trade-mark for “Canned Citrus fruits 


and juices for food purposes,” alleging use of the mark “since Sept. 
17, 1934.” The first letter “S” of the first word is larger than the 
other letters of that word, and the “M” in mist is of an unconven- 


tional style. 


Following publication of the notice of application in the Official 
Gazette of the Patent Office, appellee filed notice of opposition, bas- 
ing same upon its prior ownership, registration and use of the nota- 
tion “Sunkist” as a trade-mark for various citrus products, including 
oranges, lemons, grapefruits and by-products such as juices from 
the fresh citrus fruits. 

The Examiner of Interferences, finding the goods of the respec- 


tive parties to be “substantially identical,” held that “the concurrent 
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use of these marks in trade would be reasonably likely to result in 
confusion in trade,’ and sustained the opposition. Upon appeal, 
his decision was affirmed by the Commissioner of Patents, acting 
through an Assistant Commissioner. 

Appellant thereupon brought the matter to this court for review. 

No testimony was offered on behalf of appellant. On behalf 
of appellee a somewhat elaborate record consisting of testimony and 
various exhibits was presented. 


As we view the case, the issue is a simple one which requires no 
elaborate discussion. Admittedly, the goods are of the same descrip- 


tive properties and the conclusion turns upon the similarity of the 
marks. 

It is argued on behalf of appellant that its mark is dissimilar 
from the mark of appellee in that it consists of two words, the first 
of which has two syllables and the last of which, “Mist,” differs in 
form and meaning from the suffix, “kist,” of appellee’s one-word, 
two-syllable mark, “‘Sunkist.’’ It is also said in appellant's brief: 

Since appellant’s trade-mark is primarily used on grapefruit juices it 
may properly be construed to be suggestive of appellant’s product. “Mist” 
connotes moisture, and “sunny” is colloquially interpreted to mean health, 
happiness, etc. Consequently, there is a decided difference in the meaning 
of appellant’s and appellee’s marks; in addition there is a difference in the 
so-called “get up” of the two marks and in their use on labels. 

Appellant also advances the somewhat novel argument that ap- 
pellee’s mark is so well and widely known that there would be little 
likelihood of confusion by the use of appellant’s proposed mark. 

In addition, there are cited a number of decisions by this and 
other courts where words bearing certain features of resemblance 
were held not to be confusingly similar. 

All the arguments have been given respectful consideration, but 
we are unable to escape the conclusion that appellant’s mark so 
closely simulates that of appellee as to bring it under the ban of the 
statutory provision, “That trade-marks which .... so nearly resem- 
ble a registered or known trade-mark owned and in use by another 
and appropriated to merchandise of the same descriptive properties 
as to be likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers shall not be registered.” In sound, unless 


very, very clearly enunciated, there is a similarity, and even in ap- 
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pearance there are points of resemblance, as, for example, the size 
of the first letter “S” in both marks. The “Sun” portion of the 


marks is identical and, to our minds, there is in these cases a cer- 


tain dominance, at least of meaning, or suggestiveness, in this prefix. 


Appellant directs attention to a quotation from a decision of 
the Commissioner of Patents in Ashland Refining Co. v. United 
Collieries, Inc., 20 U.S. Pat. Q. 171 [24 T.-M. Rep. 68]: 


There is a practical objection to the practice of extending trade-mark 
protection too freely. It is extremely difficult today to adopt a mark that 
is new. .. . Over 300,000 trade-marks are registered in the United States 
Patent Office and it has been estimated that only one out of five in actual 
use is registered. ‘This would mean that over a million and a half trade- 
marks are in use today, approximately three times as many as there are 
words in the English language. In view of rapidly advancing economic 
conditions care must be taken not to give to a trade-mark an exaggerated 
scope of protection. ... 


We do not attempt to interpret the meaning of the Commissioner 
in the foregoing, further than to say that evidently he did not regard 
it applicable in the instant case, and to add that we feel sure it 
was not intended by him to imply that closely resembling marks 
might be registered for application to merchandise of the same 
descriptive properties where confusion would likely result there- 
from. That would be to disregard or nullify the statute. 


The decision of the Commissioner of Patents is affirmed. 


E-Z Mitts, Inc. v. Martin BrotHers Company 
United States Court of Customs and Patent Appeals 
Cancellation No. 2,872 


March 28, 1938 


‘TRapE-Marks—CaNCELLATION—“KiLap-Ezee” ann “E-Z”—C on FLICTING 
Marks. 

The words “Klad-Ezee” held confusingly similar to “E-Z,” both marks 

being used on clothing for men, women and children. 
Trape-Marks—CanceELLaTION—ReEs ADJUDICATA. 

A prior decision by the Patent Office holding that the words “E-Z- 
Clad” were confusingly similar to the letters “E-Z” held not res adjudi- 
cata for the present case. 

Trape-Marks—CaNncELLATION—Svits—LACHES. 

Mere laches may not be invoked against a petitioner in a cancella- 

tion proceeding. 
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Appeal from a decision of the Commissioner of Patents reversing 
a decision of the Examiner of Interferences sustaining petition for 
cancellation. Reversed. 


Joseph W. Milburn and John A. Griesbauer, both of Washing- 
ton, D. C., for appellant. 


F. C. Caswell, of Minneapolis, Minn., for appellee. 


Lenroot, J.: This is a trade-mark cancellation proceeding un- 
der the Trade-Mark Act of February 20, 1905, wherein the Com- 
missioner of Patents reversed a decision of the Examiner of Trade- 
Mark Interferences which sustained appellant’s petition for the 
cancellation of appellee’s mark “Klad-ezee,” printed in script in 
the are of a circle. The Examiner sustained appellant’s petition 
under the rule of res adjudicata. The Commissioner did not agree 
with the Examiner that the rule of res adjudicata was applicable. 
and held that the marks of the parties were not confusingly similar. 
Appellant brings this decision of the Commissioner before us for 
review. 

Appellant’s petition for cancellation, filed in 1935, is predicated 
upon use by it and its predecessors in business, since 1895, of the 
trade-mark “E-Z,” applied to underwear and sleeping garments 
for children, which mark was duly registered in the Patent Office 
long prior to adoption and use of appellee’s mark. 

Appellant’s petition also sets up ownership and use of the trade- 
mark “Fit-Ez,” registered by it on December 21, 1926, and owner- 
ship and use of the trade-mark “E me and registration of the 
same on November 15, 1921, and alleges confusing similarity be- 
tween said marks and appellee’s said mark “Klad-ezee.” However. 
appellant does not rely upon its two last-named marks, and no 
further reference will be made thereto. 

Appellee’s mark “Klad-ezee” was registered on October 30, 
1928, Registration No. 248831, for use on “One-piece outer gar- 
ments—viz., overalls and coveralls for men, women, and children. 
recreation suits for men, women, and children, and play suits for 
children.” In said registration it was stated that appellee had used 
the mark since on or about May 1, 1928. 








E-Z MILLS V. MARTIN BROS. CO. 209 


Appellant’s petition for cancellation also alleges that on Septem- 
ber 20, 1926, appellee filed an application for the registration of 
the mark “E-Z-Clad,” used by appellee upon overalls and coveralls 
for men, women, and children, which application was prior to ap- 
pellee’s adoption of the mark here involved, “Klad-ezee ;” that appel- 
lant filed notice of opposition to said proposed registration, to which 
notice no answer was made by appellee, and that a judgment pro 
confesso was entered, sustaining appellant’s notice of opposition. 
Appellant upon this ground alleged that appellee’s right of registra- 
tion is now res adjudicata in this proceeding. 

Said petition also alleges confusing similarity between appel- 
lant’s mark “E-Z’’ and appellee’s mark “Klad-ezee,” and usual al- 
legations of damage are made. 

Appellee’s answer denied confusing similarity of the marks of 
the parties, alleged estoppel of appellant to bring this proceeding 
by reason of laches, and denied that the judgment rendered against 
it in the opposition proceedings above referred to is res adjudicata 
of the issues before us. 

Testimony was taken by both parties, from which it appears that 
appellant and its predecessors had been engaged in the manufacture 
and sale of underwear, to which the trade-mark “E-Z” was applied, 
since 1895; that, for more than ten years last past, more than 250,000 
dozen garments were manufactured and sold each year; that from 


1916 to 1935 its advertising expenditures had amounted to more 


than $700,000; that appellee is engaged in business in Minneapolis, 


Minn.; that in 1923 it was engaged in a general jobbing business 
dealing in clothing for men, and that it manufactured and sold men’s 
work clothing under the trade-mark “Buffalo Brand ;” that it began 
the manufacture of one-piece outer garments having a drop-seat 
construction, especially desirable for outer garments for children, 
and in 1926 adopted the mark “E-Z-Clad” as suggestive of the con- 
venience afforded by the drop-seat construction; that it applied for 
registration of said mark on September 20, 1926, to which applica- 
tion notice of opposition was filed by appellant, as hereinbefore 


stated; that in July, 1927, appellee instructed its attorneys to with- 
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draw its application for the registration of the mark ‘“E-Z-Clad,” 
and it then adopted the mark here sought to be cancelled; that ap- 
pellee, in 1934, manufactured about 155,000 garments, to which its 


mark ‘“‘Klad-ezee” was applied, and that it had expended, for ad- 
vertising its goods so marked, from $3,000 to $11,000 per year. 


As hereinbefore indicated, the Examiner of Interferences sus- 
tained appellant’s petition for cancellation upon the ground that 
appellee was estopped, under the doctrine of res adjudicata, from 
registering the mark “‘Klad-ezee,” by reason of the judgment entered 
in the previous opposition proceeding adjudging that appellee was 
not entitled to register the mark “E-Z-Clad.” Upon appeal, the 
Commissioner held that the doctrine of res adjudicata was not ap- 
plicable under the facts of record, and further held that the marks 
“E-Z” and “Klad-ezee,” as used by the parties, are not confusingly 
similar. He therefore reversed the decision of the Examiner of 
Interferences and held that appellant’s petition for cancellation 
should be dismissed. 

We are inclined to agree with the Commissioner upon the ques- 
tion of res adjudicata, as applied to this case, but we are not in 
accord with his view that the marks “E-Z” and “Klad-ezee,” as used 
by the parties, are not confusingly similar. 

While the goods to which the marks of the parties are applied 
are not identical, they clearly possess the same descriptive proper- 
ties, and we do not understand that appellee contends to the con- 
trary. However, it does properly call attention to the differences 
in goods of the parties as bearing upon likelihood of confusion in 
the use of the respective marks. 

That the mark first adopted by appellee, “E-Z-Clad,” was con- 
fusingly similar to appellant’s mark ‘“‘E-Z,” is too clear for argu- 
ment, and appellee made no defense to appellant’s notice of opposi- 
tion to appellee's application to register ““E-Z-Clad” as its trade- 
mark. 

Appellee adopted the mark here involved with full knowledge of 
appellant’s mark, and we are impressed that appellee sought to 


select, in place of the mark ““E-Z-Clad,” a mark that would approach 
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as closely as possible to appellant’s mark without infringing thereon. 

We do not think that it has succeeded in doing so. If we were to 
test the marks of the parties by appearance alone, we would readily 
agree with appellee’s counsel that the marks are not confusingly 
similar; but when we come to apply the test of sound, a very different 
impression is made. 

We think that in the term “Klad-ezee,” as pronounced, the let- 
ters “ezee’’ are the dominant part of the mark, by reason of their 
suggestiveness, and that such letters have normally the same pro- 
nunciation as the separate letters “E-Z,’’ which constitute appel- 
lant’s mark. That similarity in sound alone is sufficient to consti- 
tute confusing similarity between marks, is well established. 
McKinnon & Company v. HyVis Oils, Inc., 24 C. C. P. A. (Patents ) 
1105, 88 F. (2d) 699 [27 T.-M. Rep. 254]; Cluett, Peabody & Co., 
Inc. v. Wright, 18 C. C. P. A. (Patents) 937, 46 F. (2d) 711 [21 
T.-M. Rep. 130]. The portion of the mark “Klad” is of only minor 
significance in the mark. That this is the view of the president of 
appellee is shown by his testimony, as follows: 

Q. 22. In what way, if any, did the construction of registrant’s garments 
influence you in the selection of the mark “Klad-ezee”? 

A. We wanted a trade-mark that would be appropriate for our superior 
garments—one that would be suggestive of the ease with which the garments 
are put on and taken off and suggestive, too, of the comfort with which the 
garments are worn. Additionally, we wanted a trade-mark that would be 
suggestive of the “self-help” drop-seat feature in our garments by which 
initiative and self-reliance is so readily encouraged in the children who 
wear them. 

It is true that marks must be considered as a whole in determining 
confusing similarity between them, and we so consider the marks 


here involved. So considering the marks, we are of the opinion that 


there is likelihood of confusion in the mind of the purchasing public 


as to the origin of the goods bearing the respective marks of the 
parties. It is true that the record does not contain any evidence of 
actual confusion, but such evidence is not necessary in the de- 
termination of the registrability of a mark. The Kroger Grocery & 
Baking Company v. The Blue Earth Canning Company, 24 C. C. 
P. A. (Patents) 1098, 88 F. (2d) 725 [27 T.-M. Rep. 250]. 
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It is true that evidence of lack of confusion in the use of different 
marks may be persuasive that there is not likelihood of confusion, but 
such evidence cannot be controlling, and we are inclined, in the case 
before us, to give very little weight to the fact that no actual confu- 
sion has been shown. 

In the case of Crystal Corp., etc. v. The Manhattan Chemical 
Mfg. Co., Inc., etc., 22 C. C. P. A. (Patents) 1027, 75 F. (2d) 506 
[25 T.-M. Rep. 194], we said: 

Many decisions, not necessary to cite here, in this court and in other 
courts, in cases quite similar in principle to the one at bar, have pointed 
out that those who adopt trade-marks for their merchandise should not 
enter a field where doubts can be reasonably entertained as to the likelihood 
of confusion, since the field from which to select valid trade-marks for use 
in distinguishing one’s goods is a very broad one. 

There was not the slightest occasion, in making the selection of 
a trade-mark, for appellee entering into the field of one whose busi- 
ness was well known and established. Gilmore Oil Co., Ltd. v. 
Wolverine-Empire Refining Co., 21 C. C. P. A. (Patents) 943, 69 
F. (2d) 532 [24 T.-M. Rep. 122]. 

One would have thought that, after appellant’s opposition to 
the registration of the mark of appellee, ““E-Z-Clad,” had been sus- 
tained, appellee would have selected a mark so far removed from 
appellant’s mark in similarity that no possible question of confusion 
would arise, if its desire was really to indicate itself as the origin of 
the goods to which it applied its mark. Instead of that, so far as 


sound is concerned, it merely transposed some of the syllables of the 


mark which had been held to be confusingly similar to appellant’s 


mark. It is true that testimony on behalf of appellee shows that it 
adopted the mark “Klad-ezee” only after a trade-mark search by its 
attorneys, and advice from them that it was free to use the mark. 
However, the fact remains that appellee’s officers were entirely 
familiar with appellant’s mark at the time of the adoption of the 
mark here involved; and while it was no doubt believed that appellee 
had the legal right to adopt and use said mark, it made such selection 
at its peril. 

In appellee’s answer to appellant’s petition for cancellation it is 


alleged that appellant is estopped from asserting confusing similarity 
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between the marks of the parties by reason of laches. Mere laches 


may not be invoked against a petitioner in a cancellation procéeding. 
Cluett, Peabody & Co. (Inc.) v. Hartogensis, etc., 17 C. C. P. A. 
(Patents) 1166, 41 FE. (2d) 94 [20 T.-M. Rep. 452]. 

There is no evidence in the record that appellant ever acquiesced 


in the use of the mark “‘Klad-ezee” by appellee. On the contrary, 


appellant’s testimony shows that appellant’s officers or representa- 
tives had no knowledge of said mark until 1934, and then promptly, 
by letter to appellee, objected to such use. 

It is our opinion that, upon the record before us, appellant’s peti- 
tion for cancellation should be sustained and appellee’s mark should 
be cancelled. 

In accordance with the foregoing, the decision of the Commis- 


sioner of Patents is reversed. 


Tue Pennzoit Company v. Hercutes Powper Company 
United States Court of Customs and Patent Appeals 
March 28, 19388 
Opposition No. 14,990 


Joseph W. Milburn, of Washington, D. C., John S. Powers, of 
Buffalo, N. Y., for appellant. 

Edward B. Beale, of Washington, D. C., John A. Graves, of 
Wilmington, Del., for appellee. 


Trape-Marks—Opposition—“DispensoL” ANd “PENNzorL’’—AppEat—Ap- 
PLICATION OF Sec, 4915 R.S.—Morton to Dismiss. 

Opposer appealed from a decision of the Commissioner, dismissing its 
opposition to the registration by appellee of the word “Dispensol’’ on 
ground of the ownership of the registered trade-mark “Pennzoil,” and 
appellee filed notice of election to proceed under Sec. 4915 R. S., where- 
upon the Commissioner refused to enter order of dismissal of appeal. 
Held that, inasmuhch as it is well settled that a defeated patentee-inter- 
ferant cannot proceed under Sec. 4915 and the situation in the instant 
case is analogous thereto appellee’s motion to dismiss appellant’s appeal 
should be denied. 


Appeal from a decision of the Commissioner of Patents in an 
opposition proceeding. Affirmed. 
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Buianp, J.: The appellee, Hercules Powder Company, has here 
moved to dismiss the instant appeal of the Pennzoil Company. 

The motion is based upon the following facts: The Hercules 
Powder Company sought to register in the United States Patent 
Office the term “Dipensol” for a terpene hydrocarbon solvent for use 
in processes and compounds using turpentine. The Pennzoil Com- 
pany filed notice of opposition, based upon its ownership and use of 
its registered trade-mark “Pennzoil” for lubricating oils and other 
hydrocarbon products. The Examiner of Interferences dismissed 
the opposition on the ground that there was no reasonable likelihood 
of confusion arising from the concurrent use of the two marks upon 
the goods of the respective parties. This holding was affirmed by 
the Commissioner of Patents and the Pennzoil Company appealed 
here from his decision. 

The Hercules Powder Company filed notice with the Commis- 
sioner of Patents of its election to have further proceedings brought 
under Section 4915 of the Revised Statutes (35 U. S. C. 63). The 
Commissioner declined to enter an order of dismissal of appeal, 
pointing out that his ruling was made by analogy to the ruling of 
this court in Farmer and Thomas v. Schweyer, 19 C. C. P. A. 
(Patents) 1247, 58 F. (2d) 1056. He adhered to this ruling when 
the Hercules Powder Company petitioned him to rescind the ruling. 

In this court, the motion of the appellee to dismiss was set for 
oral hearing. Both parties to the opposition proceeding filed mem- 
oranda and orally argued the motion to dismiss. The Solicitor for 
the Patent Office, as amicus curiae, also presented an argument on 
the motion and later filed a memorandum on behalf of the Patent 
Office. In his oral argument and in his memorandum, the Solicitor 
urged that the motion to dismiss should be denied. 

It is the position of the Hercules Powder Company, appellee, 
that Section 4911 of the Revised Statutes (35 U.S. C. 59a) manda- 
torily requires the dismissal of the appeal. Said section reads as 
follows: 

Sec. 4911. If any applicant is dissatisfied with the decision of the Board 


of Appeals, he may appeal to the United States Court of Customs and 
Patent Appeals, in which case he waives his right to proceed under Section 
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4915 of the Revised Statutes. If any party to an interference is dissatisfied 
with the decision of the Board of A.ppeals, he may appeal to the United 
States Court of Customs and Patent Appeals, provided that such appeal 
shall be dismissed if any adverse party to such interference shall within 
twenty days after the appellant shall have filed notice of appeal according 
to Section 4912 of the Revised Statutes, file notice with the Commissioner 
of Patents that he elects to have all further proceedings conducted as 
provided in Section 4915 of the Revised Statutes. Thereupon the appellant 
shall have thirty days thereafter within which to file a bill in equity under 
said Section 4915, in default of which the decisions appealed from shall 
govern the further proceedings in the case. If the appellant shall file such 
bill within said thirty days and shall file due proof thereof with the Com- 
missioner of Patents, the issue of a patent to the party awarded priority 
by said Board of Appeals shall be withheld pending the final determination 
of said proceeding under said Section 4915. 


The appellant failed to file, within thirty days after the filing of 
the notice of said election by appellee, a bill in equity under Section 
4915 in accordance with the provisions of Section 4911. 

Section 4915 of the Revised Statutes, as amended, in part pro- 


vides as follows: 


Sec. 4915. Whenever a patent on application is refused by the Commis- 
sioner of Patents, the applicant, unless appeal has been taken from the 
decision of the Board of Appeals to the United States Court of Customs 
and Patent Appeals, and such appeal is pending or has been decided, in 
which case no action may be brought under this section, may have remedy 
by bill in equity, if filed within six months after such refusal; and the court 
having cognizance thereof, on notice to adverse parties and other due 
proceedings had, may adjudge that such applicant is entitled, according to 
law, to receive a patent for his invention, as specified in his claim or for any 
part thereof, as the facts in the case may appear. And such adjudication, 
if it be in favor of the right of the applicant, shall authorize the Commis- 
sioner to issue such patent on the applicant filing in the’ Patent Office a copy 
of the adjudication and otherwise complying with the requirements of law. 
.... (Italics ours.) 


Section 9 (15 U.S. C. 89) of the Trade-Mark Act of February 
20, 1905, as amended by the Act of March 2, 1929, reads as follows: 


Sec. 9. That if an applicant for registration of a trade-mark, or a 
party to an interference as to a trade-mark, or a party who has filed oppo- 
sition to the registration of a trade-mark, or party to an application for 
the cancellation of the registration of a trade-mark, is dissatisfied with the 
decision of the Commissioner of Patents, he may appeal to the United States 
Court of Customs and Patent Appeals, on complying with the conditions 
required in case of an appeal from the decision of the Commissioner by an 
applicant for patent, or a party to an interference as to an invention, and 
the same rules of practice and procedure shall govern in every stage of 
such proceedings, as far as the same may be applicable. (Italics ours.) 
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It is well established that under the above-italicized language in 
Section 9, supra, Section 4915 of the Revised Statutes is applicable 
in certain trade-mark cases and authorizes a defeated applicant for 
registration of a trade-mark the right to file a bill in equity. Ameri- 
can Steel Foundries v. Robertson, et al., 262 U. S. 209 [13 T.-M. 
Rep. 289]; Hygienic Products Co. v. Coe, 66 App. D. C. 98, 85 F. 
(2d) 264 [26 T.-M. Rep. 600]. It is also definitely settled by deci- 
sions of the courts that under said Section 4915 the remedy of filing a 
bill in equity is afforded a defeated registrant in a trade-mark cancel- 
lation proceeding. Baldwin Co. v. Robertson, et al., 265 U. S. 168 
[14 T.-M. Rep. 399]; Alexandrine v. Coe, 63 App. D. C. 227, 71 F. 
(2d) 348 [24 T.-M. Rep. 320]. No case relating to an opposition 
proceeding in the Patent Office has been cited and none has been 
found where the right of a defeated registrant-opposer was con- 
sidered. 

The law is well settled that a defeated patentee-interferant can- 
not proceed under said Section 4915 either voluntarily (MacGregor 
v. Chesterfield { Dis. Ct.], 31 F. [2d] 791; Heidbrink v. McKesson 
[C. C. A.], 53 F. [2d] 321) or by compulsion of his adversary as 
sought to be exercised under said Section 4911 (Farmer and Thomas 
v. Schweyer, supra; Bloodhart v. Levernier, 20 C.C. P. A. [ Patents | 
917, 64 F. [2d] 367; Syracuse Washing Machine Corp., et al. v. 
Vieau, et al. [C. C. A.], 72 F. [2d] 410; Wettlaufer, et al. v. Robins, 
et al. [C. C. A.], 92 F. [2d] 573; Preston, et al. v. White, 25 C. C. 
P. A. | Patents] —, 92 F. [2d] 813). 

It is the contention of the Pennzoil Company, appellant, that its 
position here as a trade-mark registrant is analogous to that of an 
appellant who was a defeated patentee in a patent interference 
proceeding and that, if such defeated patentee who has appealed to 
this court is not required by said Section 4911 to file a bill in equity, 
upon notice by the adverse party as aforesaid, it is equally true of 


a defeated registrant in an opposition proceeding. 


Appellee in support of its motion to dismiss takes the position, 


inter alia, that since said Section 9, supra, requires that “‘the same 


rules of practice and procedure shall govern in every stage of such 
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proceedings, as far as the same may be applicable’ and that since 


Section 4911 states that any dissatisfied applicant or party to an 


interference may file an appeal to this court, the mandatory provi- 


sions of Section 4915.apply to opposition proceedings, even though 
the appellant in this court be a registrant. In further support of its 
said position, appellee contends that the Pennzoil Company is a 
dissatisfied opposer, and under the decision in Baldwin Co. v. 
Robertson, et al., supra, had the right to file, and, within thirty days 
after the filing of the notice aforesaid, was required to file a bill in 
equity as provided by statute. 

The pertinence of the above-cited Supreme Court decision (the 
Baldwin case) requires that we give its holding special considera- 
tion here. In that case, the trade-mark of the Baldwin Company 
had been ordered cancelled in a Patent Office cancellation proceeding. 
The company filed a bill in the Supreme Court of the District of 
Columbia seeking to enjoin the Commissioner of Patents from cancel- 
ling its trade-mark. ‘The Commissioner filed answer denying the 
right of the complainant to the relief sought and in addition moved 
to dismiss the bill for want of jurisdiction. The court denied the 
motion to dismiss the bill and enjoined the cancellation pending a 
final disposition of the cause. Appeal was then taken to the Court 
of Appeals of the District of Columbia which reversed the decision 
of the Supreme Court of the District of Columbia and remanded the 
cause with instructions to dismiss the appeal. Appeal was then 
taken to the Supreme Court of the United States. The question there 
presented was whether or not the owner of a registered trade-mark, 
the cancellation of which had been ordered in a Patent Office can- 
cellation proceeding, could proceed in equity to prevent the cancella- 
tion. The court stated that the answer to that question was found 
in Section 9 of the Trade-Mark Act, supra, and in Section 4915 of 
the Revised Statutes. Both these sections were quoted and then we 
find the following language used: 


We have held that the assimilation of the practice in respect of the regis- 
tration of trade-marks to that in securing patents as enjoined by § 9 of 
the Trade-Mark Act makes § 4915, Rev. Stats., providing for a bill in 
equity to compel the Commissioner of Patents to issue a patent, applicable 
to a petition for the registration of a trade-mark when rejected by the 
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Commissioner. American Steel Foundries v. Robertson, 262 U. S. 209 
[13 T.-M. Rep. 289]; Baldwin Co. v. Howard Co., 256 U. S. 35, 39 [11 T.-M. 
Rep. 159]; Atkins & Co. v. Moore, 212 U. S. 285, 291. 

The present case presents this difference. The defeated party in the 
hearing before the Commissioner is not asking registration of a trade-mark 
but is seeking to prevent the cancellation of trade-marks already registered. 
Section 9 provides for appeals to the District Court of Appeals not only for 
a defeated applicant for registration of a trade-mark, but also for a dis- 
satisfied party to an interference as to a trade-mark, a dissatisfied party 
who has filed opposition to the registration of a trade-mark and a dissatis- 
fied party to an application for the cancellation of the registration of a 
trade-mark. It seems clear that the complainant below was a dissatisfied 
party to an application for the cancellation of the registration of a trade- 
mark. We think that both the applicant for cancellation and the registrant 
opposing it are given the right of appeal to the District Court of Appeals 
under that section. 

The next inquiry is whether, in addition to such appeal and after it 
proves futile, the applicant is given a remedy by bill in equity as provided 
for a defeated applicant for a patent in § 4915, Rev. Stats. We have in 
the cases cited given the closing words of § 9 a liberal construction in the 
view that Congress intended by them to give every remedy in respect to 
trade-marks that is afforded in proceedings as to patents, and have held 
that under them a bill of equity is afforded to a defeated applicant for 
trade-mark registration just as to a defeated applicant for a patent. It is 
not an undue expansion of that construction to hold that the final words were 
intended to furnish a remedy in equity against the Commissioner in every 
case in which by § 9 an appeal first lies to the Court of Appeals. This neces- 
sarily would give to one defeated by the Commissioner as a party to an 
application for the cancellation of the registration of a trade-mark, after 
an unsuccessful appeal to the advisory supervision of the Court of Appeals, 
a right to resort to an independent bill in equity against the Commissioner 
to prevent cancellation. 

.... The applicants in § 9 were of four kinds and to each.of them were 
intended to be accorded the same resort to the Court of Appeals and the 
same remedy in equity as to the applicant for a patent in § 4915. The 
inherent differences between trade-marks and patents should not prevent 
our giving effect to the remedial purpose of Congress in carrying out the 
analogies between the two classes of privileges to secure a common pro- 
cedure. 


If it were a matter of first impression, it might, with some plausi- 


bility, be argued that the phrase “‘and the same rules of practice and 


procedure shall govern in every stage of such proceedings, as far 
as the same may be applicable” found in Section 9, supra, referred 
only to the rules of practice and procedure in the Patent Office and 
the United States Court of Customs and Patent Appeals, and was 
not intended to be an authorization for filing a bill in equity in mat- 
ters relating to trade-marks. However, the Supreme Court of the 
United States, as above indicated, has definitely held that by virtue 





PENNZOIL CO. V. HERCULES POWDER CO. 219 


of the language used in said Section 9 and in Section 4915 the right 
to file a bill in equity challenging the correctness of Patent Office ac- 
tion relating to trade-mark matters is definitely granted. 

In view of the fact that it is well settled by the decisions of this 
and other courts as heretofore pointed out that Section 4915 does 
not entitle a defeated patentee in an interference proceeding to file 
a bill in equity, and since it is our view that a defeated trade-mark 
registrant in an opposition trade-mark proceeding stands in the same 
relationship as a defeated patentee-interferant as respects his right 
to file a bill in equity under Section 4915, we are of the opinion that 
certain broad language used in the decision of the Supreme Court in 
the Baldwin case, supra, and strongly relied upon here by appellee, 
should not be regarded as controlling of decision in the instant mat- 
ter. The statement therein to the effect that Section 9 of the Trade- 
Mark Act was intended to furnish “a remedy in equity against the 
Commissioner in every case in which by Section 9 an appeal first 
laid to the Court of Appeals” was a broader holding than was neces- 
sary to the decision of the issue before the court. The appeal in- 
volved only the right of one to prevent the cancellation of his trade- 
mark, and the broad language insofar as it pertains to a registrant- 
opposer should be, in the instant matter, regarded as obiter dictum. 
General language used in a decision but not necessary to the decision 
of the case, and which is directed to matters not directly involved in 
the case is never to be regarded as controlling when the question 
covered by the general language is presented directly for decision in 
a later case. Pacific Steamship Co. v. Peterson, 278 U.S. 130. 

As far as the Baldwin case, supra, discloses, the court gave no 
consideration, other than that which the said broad language would 
indicate, to the analogy between a registrant-opposer and a patentee- 
interferant, nor the reason which has brought about the definite 
holdings in the above-cited cases with respect to the latter. The 
decision does not disclose that the Supreme Court’s attention was 
called to the fact that in Section 4915, the decree authorized to be 


made in the court of equity proceedings relating to patents was 


limited by the following language: “May adjudge that such ap- 
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plicant is entitled, according to law, to receive a patent for his inven- 
tion.” 

A holding that a defeated registrant-opposer in a trade-mark 
opposition proceeding stands in the same relationship, as affects the 
question here presented, as a defeated patentee-interferant, must 
necessarily rest largely upon the fact that in both instances, the 
appealing party has already received from the Patent Office all that 
he originally asked for—registration in one instance and a patent 
in the other. It may be pointed out, however, that if the appellant 
in the instant case were privileged to file a bill in equity he would 
not be required to ask that he be granted registration, but that he 
would be asking for and might receive a decree that registration be 
refused his adversary. This is not the kind of decree which Section 
4915 authorizes in patent matters. 

It would seem reasonable to conclude that if, by virtue of the 
statutory provisions under consideration, a defeated registrant- 
opposer would be entitled to ask for a decree in equity enjoining the 
registration of his adversary’s mark, a defeated patentee-interferant 
would also have the right to ask for a decree denying his adversary 
an award of priority. In both instances, he would be seeking pro- 
tection for that which he had already been granted. Therefore, to 
hold that a defeated registrant-opposer is privileged to ask for a 
decree in equity denying his adversary registration would seem to 
strongly suggest that the holdings of this court and the other courts 
in respect to the defeated patentee-interferant not being privileged 
to ask that priority be denied his adversary are unsound. For rea- 
sons which we have heretofore stated, we are not willing to come to 
this conclusion. 

In determining the applicability of the patent procedure of Sec- 
tion 4915 to trade-mark matters, it should be kept in mind that the 
character of judgment of the equity court is therein definitely stated 
and that there is no analogy between adjuding that an applicant is en- 
titled to receive a patent and adjudging that the adversary of a de- 


feated registrant-opposer in a trade-mark opposition proceeding be 


not permitted registration, or in a decree relating solely to priority. 
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By our holding in this case, it is not intended to express any views 
with reference to the right to file a bill in equity under Section 4915 
by any defeated party in any other Patent Office action than that 
which is involved herein. 

In view of the foregoing, the motion of the appellee to dismiss 
appellant’s appeal here is denied. Appellee is given thirty days in 


which to file a brief in reply to that of appellant. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for effervescent alkalizing analgesic, the term 
“Pepso Seltzer,” the word “Seltzer” being disclaimed, in view of 
the prior adoption and use by opposer of the term “Pepsinic Seltzer 
‘Amelotte,’’’ as a trade-mark for goods of the same descriptive 
properties. 

With reference to the fact that the opposer’s mark includes the 
word “‘Amelotte,” the Assistant Commissioner said: 


The occurrence in opposer’s mark of the word “Amelotte” is not to be 
disregarded, but in view of the substantial identity of the goods of the 
parties I do not consider it sufficient to render the two marks in their en- 
tireties so dissimilar as to insure against the probability of confusion. 


Then with reference to applicant’s argument that the word 
“Pepsinic” is descriptive of opposer’s goods and stating that he 
could find no such term listed in the dictionaries, he said: 


But whether descriptive or not, opposer’s admitted use of its mark for 
some twenty years before applicant’s adoption of the mark it seeks to regis- 
ter affords ample ground for sustaining the opposition. Trustees for Arch 
Preserver Shoe Patents v. James McCreery § Co., 18 C. C. P. A. 1507, 49 
F. (2d) 1068 [21 T.-M. Rep. 374]. 


Frazer, A. C.: Held that applicant is not entitled to register, 


under the Act of 1905, the term “‘Royal Charter” as a trade-mark for 


1 Pepsinic Seltzer Company v. The Pepsodent Co., Opp’n No. 16,080, 159 
M. D. 1082, February 15, 1938. 
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whisky and brandy, in view of the prior registration by another of 
the words “Old Charter’ as a trade-mark for whisky. 

In his decision, after stating that he was inclined to agree with 
the Examiner that the two marks were so similar as to be likely to 


cause confusion and noting that applicant had cited cases which 
were claimed to support a contrary ruling, he referred to the case of 
Doyle v. John Morrell & Co., 24 C. C. P. A. 1093, 88 F. (2d) 721 
[27 T.-M. Rep. 260], and the case of Pep Boys, Manny, Moe and 
Jack v. Fisher Brothers Co., 36 U. S. P. Q. 262 [26 T.-M. Rep. 
348], in which the words “Strongheart’”’ and “Red Heart’ as a 
trade-mark for dog foods, and the marks “Can o’ Gold” and “Pure 
as Gold,” as a trade-mark for lubricating oils, were respectively held 
confusing, and said: 

Counsel seeks to distinguish the Doyle case, supra, upon the erroneous 
assumption that “inasmuch as ‘Strongheart’ was the widely advertised and 
well known name of a dog which had appeared in connection with moving 
pictures it is reasonably evident that ‘Red Heart’ had been adopted merely 
to simulate or encroach thereon.” The fact is that “Strongheart” was the 
mark sought to be registered, and “Red Heart” was the mark in view of 
which registration was refused. 

Then, with reference to the allegation that prior registrations 
had been cited to show the use of the word “charter” from which it 
was argued that that word had become publici juris, he said: 


A sufficient answer to such argument is found in the opinion of the 
Court of Customs and Patent Appeals in the case of Skelly Oil Co., v. 
Powerine Co., 24 C. C. P. A. 790, 86 F. (2d) 752 [27 T.-M. Rep. 78], where 
it was said: “An applicant does not strengthen his own case in arguing for 
the right to register by pointing out that a portion of the word is publici 
juris, and that others have been permitted to register similar words.” 


Goods of Different Descriptive Properties 


Frazer, A. C.: Held that applicant is entitled to register, under 
the Act of 1905, the word “Thunderbolt” as a trade-mark for pop- 
corn, notwithstanding the prior registration of that same word by 
another as a trade-mark for wheat flour. 

In his decision, after stating that the Examiner had held the 
goods to be of the same descriptive properties on the authority of 


2 Ex parte Hudson’s Bay Company, Ser. No. 397,192, 159 M. D. 1096, 
February 24, 1938. 
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Cheek-Neal Coffee Co. v. Hal Dick Manufacturing Co., 17 C. C. 
P. A. 1103, 40 F. (2d) 106 [ 20 T.-M. Rep. 274], the Assistant Com- 
missioner said: 


After careful consideration I have reached the conclusion that this is 
not so clearly apparent as to warrant rejection of the application ex parte. 
In the absence of evidence on the question, I am not prepared to hold that 
the concurrent use of identical marks on these two items is reasonably likely 
to confuse the public or to deceive purchasers; and if the owner of the 
registered mark believes it would be damaged by the registration applied 
for its remedy is by opposition.* 


Non-Conflicting Marks 


Frazer, A. C.: Held that an opposition to the registration by 
The Pepsodent Co. of the term “Pepso-Seltzer,” as a trade-mark for 
effervescent alkalizing analgesic could not be sustained on the op- 
poser’s ownership and registration of the term “Alka-Seltzer,” for 
substantially the same goods. 

The ground of the decision is that the marks are not confusingly 
similar. 

In his decision the First Assistant Commissioner said: 


The only question for determination is whether or not the involved marks 
are so Similar as to be likely to confuse the public or to deceive purchasers. 
I am clearly of the opinion that they are not. In each mark the word 
“Seltzer” is the name of the goods; and it seems to me that the prefixes 
“Pepso” and “Alka” are so widely different in all respects as to render the 
marks in their entireties sufficiently dissimilar to insure against any rea- 
sonable probability of confusion.‘ 


Frazer, A. C.: Held that Easy Washing Machine Corporation 
was entitled to register the term “Spiralator,” as a trade-mark for 
laundry washing machines, and that the use and registration by Borg- 
Warner Corporation of the term “Rollator,” for electric refrigera- 
tors and parts therefor, furnished no ground for the cancellation of 
the registration of the term “‘Spiralator.” 


In his decision the Assistant Commissioner, after referring to 
the case of Williams Oil-O-Matic Heating Corporation v. Utiliten 


3’ Ex parte American Pop Corn Company, Ser. No. 367,331, 159 M. D. 
1099, February 28, 1938. 

4 Miles Laboratories, Inc. v. The Pepsodent Co., Opp’n No. 16,082, 159 
M. D. 1099, February 25, 1938. 
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Corporation, 22 C. C. P. A. 1375, 77 F. (2d) 928 [25 T.-M. Rep. 
616], in which combined laundry and dish washing machines were 


held to be not of the same descriptive properties as domestic refrig- 






erating units, and noting petitioner's argument based upon the 





difference in the facts of the two cases, said: 


Even assuming, however, that the goods of the parties here involved are, 
broadly speaking, of the same descriptive properties, they differ so widely 
in their essential characteristics, and are usually selected with such dis- 
crimination on the part of purchasers, that there would seem to be no rea- 
sonable likelihood of confusion by reason of their sale under these particular 


marks. 













Then, after referring to the decision in Kelvinator Corporation 
v. Norge Corporation, 36 U. S. P. Q. 319 [27 T.-M. Rep. 135], in 
which the Court of Customs and Patent Appeals held the trade-marks 
“Aerolator” and “Kelvinator” were not confusingly similar as ap- 


plied to the same goods, the Assistant Commissioner said: 








While the marks of the instant case are somewhat more nearly alike than 
were those considered in the Kelvinator case, certainly they are readily 
distinguishable. “Spiral” and “roll” are well-known words, and their com- 
bination with the suffix “ator” results in expressions having little else in 
common. 










Then with reference to a claim of petitioner that it had used its 





mark in connection with electric washing machines, he said: 







Petitioner claims to have used its mark “in connection with” electric 
washing machines; but such use has occurred only in advertising, and in no 
sense has been analogous to trade-mark use. That use of the character here 
shown in connection with electric washing machines is insufficient to support 
a petition for cancellation is well established. Sears, Roebuck & Co. vy. Old 
Colony Shoe Co., 23 C. C. P. A. 1039, 82 F. (2d) 709 [26 T.-M. Rep. 293].° 










Non-Descriptive Terms 






Frazer, A. C.: Held that applicant is entitled to register the 
term “Nobio” as a trade-mark for deodorants. 

In his decision he pointed out that the opposition was based upon 
the use by Lever Brothers Company in advertising soap of the 
letters “B. O.”” He then stated that the Examiner of Interferences 
had dismissed the opposition largely on the ground that the opposer 

yas not the owner of the letters “B. O.” as appearing in his adver- 








5 Borg-Warner Corporation v. Easy Washing Machine Corporation, 
Canc. No. 2909, 159 M. D. 1097, February 25, 1938. 
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tising, but had held that the words “No B. O.” were descriptive and, 
therefore, could not be registered. 

In his decision, after stating the facts with reference to the use 
by opposer in its advertising of the letters “B. O.” as abbreviations 
for the words “body odor” and stating the Examiner's grounds for 
dismissing the opposition, the Assistant Commissioner said: 


It is too well established to require the citation of authorities that an 
opposer need not plead or prove trade-mark ownership in himself in order 
to prevent a trade-mark registration to another whereby he “believes he 
would be damaged.” All he need do is to show the likelihood of damage, 
whether by trade-mark infringement or otherwise. I am therefore unable 
to agree with the Examiner that opposer's lack of “ownership” of the let- 
ters “B. O.” is a conclusive reason for dismissing the opposition. I do 
agree, however, that the dismissal of the opposition was proper. 


Then, after stating that the opposer had never used either the 
word “Nobio” or the notation “No B. O.” in its advertising, nor em- 
ployed the letters “B. O.” except as an abbreviation of the words 
“body odor,” which obviously might be used by any dealer, he said: 


Broadly speaking the goods of the parties are doubtless of the same 
descriptive properties, but specifically there is a considerable difference. 
Opposer’s soap is in cake form and is intended primarily for cleansing pur- 
poses, its deodorizing properties being only incidental. Applicant’s product 
is a liquid and functions solely as a deodorant. In spelling, appearance, 
sound and meaning the two notations “B. O.” and “Nobio” differ substan- 
tially. Taking into consideration all these facts and circumstances, I do 
not think the opposer has shown itself likely to be damaged by the registra- 
tion of applicant’s mark. 


Then with reference to the Examiner’s holding that the word 
“Nobio” was not registrable per se, he said: 


I think the Examiner of Interferences erred in refusing the registration 
applied for. To say that because of opposer’s use in advertising of the 
letters “B. O.” to denote “body odor,” the word “Nobio” is descriptive of 
a deodorant, is in my opinion unwarranted. So far as the record discloses 
no one had ever used the word before applicant’s adoption thereof; and 
while perhaps suggestive, I think it is sufficiently arbitrary to constitute 
a valid trade-mark.® 


Non-Descriptive Term—Act of 1920 


Mackuin, F. A. C.: Held that Continental Oil Company is 


entitled to register, under the Act of 1920, the term “Germ 
Processed.” 


® Lever Brothers Company v. Nobio Products, Inc., Opp’n No. 15,633, 
159 M. D. 1100, February 28, 1938. 
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In his decision he noted the Examiner’s holding that the mark 
would not “perform the function of indicating origin or ownership 


of the goods,” and could have no meaning except as referring to 


the process by which the goods had been treated and, after referring 
to the evidence to show that the term “Germ Processed” means to 
the purchasing public and those who retail the oil a motor oil made 
by the Continental Oil Company, said: 


The Examiner’s position might be tenable if “germ processed” were a 
term properly and naturally applied to a product of other manufacturers, 
and by reason of which there could be no exclusive use and thus no trade- 
mark use by the applicant. Clearly, in the present case there is no reason 
to believe that other oil companies have used “Germ Processed.” There- 
fore, it seems to me to be of no consequence for the purpose of this deci- 
sion that “Germ Processed” is a correct statement relating to the appli- 
cant’s patented process. The patent does not use the term. On the con- 
trary, it refers to the steps of the process by a number of other terms. 
It follows, therefore, that if “Germ Processed” has been selected as an 
apt term and has been used as a trade-mark and has become known to 
designate a product manufactured by appellant, it is registrable under the 
1920 Act.? 


Not a Trade-Mark 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1920, the words “Six Shooter” as a trade-mark for 
toy pistols. 

The ground of the decision is that the term could not function as 
a trade-mark for the goods specified. 

In his decision the Assistant Commissioner said: 


I think registration was properly refused. While descriptive marks 
may be registered under the 1920 act, it does not follow that the mere name 
of a particular article is registrable as a trade-mark for use with that 
article; and it seems to me that when a toy is made in simulation of some 
common device, such as a firearm, the toy quite naturally becomes known 
to the public by the name of the simulated device, even though the toy may 
have no practical utility. In other words, I do not think the expression 
sought to be registered is any more capable of trade-mark significance than 
if it were “toy six shooter.” A toy piano can rarely be played, nor will a 
toy automobile usually run, yet “piano” and “automobile” are certainly 
the names of such toys. So here “six shooter” is the name of applicant’s 
product, and would be so considered by purchasers.® 


7 Ex parte Continental Oil Company, Ser. No. 367,233, 159 M. D. 1049, 
December 29, 1937. 

8 Ex parte The Kilgore Manufacturing Company, Ser. No. 349,015, 159 
M. D. 1,036, November 30, 1937. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


No Trade-Mark Use 


Frazer, A. C.: Held that applicant is not entitled to register 
as a trade-mark for “union shop cards issued at irregular intervals” 
a mark comprising everything on the card excepting the conventional 
border. 

In his decision, after noting that registration had been refused 
on two grounds and stating that while he was inclined to agree with 
the Examiner that applicant’s cards are not “goods in commerce” 
but “tokens merely of service or protection rendered,’ he did not 
decide the point, because he thought the mark was clearly un- 
registrable on the other grounds taken by the Examiner. 

With reference to that latter ground, the Assistant Commissioner 
said: 

In his statement on appeal the Examiner said: “Everything appearing 
on the drawing seems to be a necessary part of a union card rather than a 
trade-mark for a union card. Even if such cards were goods susceptible of 


supporting trade-mark use, it would be difficult to say what was the trade- 
mark.” 

I can find no more fitting language to express my own reaction. In effect, 
applicant is seeking to register its union shop card as a trade-mark for its 
union shop card. The absence of any possible trade-mark significance in 
connection with applicant’s alleged “goods” seems too clear to warrant 
discussion.® 


O pposition—A nswer 


Frazer, A. C.: Held that error had been committed by the 
Examiner of Interferences in treating a paper filed by the applicant 
Towns & James, Inc., as a motion to dismiss and in suggesting that 
the respondent might waive his right to file an answer and then 
raise the question sought to be raised by the motion. 

It appears that in the paper filed the respondent had denied 
the allegations of the answer as to the similarity of the marks and 
the goods being of the same descriptive properties but it asked that 
“the interference be dissolved” and in view of that and the later 
waiver of the right to file an answer the Examiner of Interferences 


® Ex parte The Journeymen Barbers’ International Union of America, 
Ser. No. 385,002, 159 M. D. 1102, February 28, 1938. 
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had refused to consider the “paper” and to enter a decree pro 


confesso. 

In his decision the Assistant Commissioner said: 

Opposer insists that as a motion to dismiss admits the truth of all 
facts properly pleaded in a notice of opposition, applicant’s failure to 
answer after the denial of such motion entitles opposer to judgment. 
Ordinarily I think that would be true, but the difficulty here is that the 
supposed motion to dismiss expressly denied most of the material allega- 
tions of the notice. It should have been, and should now be, treated as an 
answer. The mere fact that a prayer was included “that the interference 
be dissolved” did not convert it into a motion to dismiss, nor did appli- 
cant’s acquiescence in its treatment as such. Applicant is not represented 
by counsel, and apparently knows nothing about the technicalities of plead- 
ing. Having answered the notice of opposition, sufficiently though some- 
what informally, applicant is entitled to a hearing upon the issues made. 

He then dismissed the appeal and remanded the case with direc- 


tions to set time for the taking of testimony.” 


ERRATA 


In the March, 1938, issue of the Reporter at page 135, the syl- 
labus in the case of Kelvinator Corporation v. Norge Corporation 


should read: 


The word “Aerolator” held not confusingly similar to “Kelvinator,” 
both marks being used on air conditioning apparatus. 

On page 137 of the same issue the syllabus in the case of Mis- 
hawaka Rubber & Woolen Manufacturing Company v. Bradstone 
Rubber Co. gave the impression that the court reversed the decision 
of the Examiner of Interferences on the ground that the opposition 
was not filed before the filing of the appeal, whereas the actual 
ground for the decision was that the opposition was filed after the 
application had been abandoned by appellee. 





10 R. B. Davis Company v. Towns & James, Inc., Opp’n No. 16,447, 159 
M. D. 1,050, December 31, 1937. 





